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\Z/1EME (intervening right) #5-2 5% 2 &£ T,
BHEE=FEOBYRELZNL I LE L TW
o TOEHIT, NTEMEL, FFRFORFEATOM

TOAEEFS AL (REREES  OREINYHD,
Fr¥4:  Takayuki YASAKU

322 1 B & I Vol71 No.3 2021



FTEEL 2T, 7L —20fHEANEE L -E
2, TNETRAER R L —L22RETLHIL
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REEN T DREFML % f/MET 5 720 |8l
MIEHTEZ A2 TOH 5, 25, RE
X, BEASYFEER L2 — 5% 1L Ea—
Ewvo 7ol B 2 FIH L CHREEF O A R & B
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FRATIC L D IFRF S N2 HE OB R FE i T
HoT, HEATOHIIERINTWIZH DDk
Fe XAZFFEAT ORI FEE RN S T 725
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r1EtE (equitable intervening right) | T& 5%,

(2) REZEHICOVT

1) ARE b7 L —o0EEFs L —L0E
B —ThRWwZ & (7L —2 DI
BENRH5HZ L)

bk L BY, MTEMEIREREF2525: 0
H2BREICHEINTWAD, 2Tl [
FIHEEL TV 0REETLILICALE
FUE] L) EEfF SR TwS, 8o T,
HREITEHFOZ L—200) LEEFICOHFELEL
TWeZ L—2IZoWTId, MEMIRZRE L &
Ve TOZ &N, LS EEIC [HEFTF L
FBATHFRF O 7 L — AP EEWIZFH—Th 2546
I, YEMEL, oL EZIRE L TW AU
BRBHFICO Y RITST, T2, FOLE
VRS WM 7% 2 FRan i R S HERR L 2 v b o
L, o, HBETETFDOZ L — ADEENIC
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L CHEST A EMEIIB I & % S e WE ZHIR L
7290 R, 20174075 7 = 7 HIEFT Lk
(&, MR TEEOH O HEZ BT D 7
L= D r L— 0L FRIEICKRT 52
L, MOZ L =L ThHN=ENT LY EH
T L HED T L— AR BNEET B%E12,
LA FETHESINTWIZONT, Yo r L —
2020 L UM A EMED 5 2 5B — T
FHEZ L — 220 L TR N TERED S 2 5
NpnEW) ZEIZ% ), BEITEORNIEE
ENTIFEOWIZOWTHEMEE G 2 508
BICKTAZ LR DELT, HEZL—AI12K
L CH M FEHEIZFR0 H B LR L2,
C O, HMERTEISAEAED G- 2 S D T
THIZHIo T, HRELLEGE/IITEH
OWHEIZELTE B TILRETHH-T, 7L—A4

WEEI L—LATHEDHEI L—LTH D0
ICHESE L TH I EE TR E S L
720 B, TOHPITHBH I TD DD,
CAFCOBrysonfl FEAFEHIC LI DY L2 b
DTHbo EHIZ2019F TR VI RZ T HH
X IR B 20174 0 7T 7 = 7 M E I
BOHPFICHZE L THEZ L— 2123 LT
S EREIZERO SN D EHR L7, S 512,
20204F |24 7 ¥ - A SN ARl X EF b 2
SOHPICHE L THEZ L— 213 LT i
ST TEMED ZRD BB L HIR L 727,

COEHIZ, HEZ L — ATk LTI A
TEMENED SNEDL N E V) HIZOWTIE
CAFCIZ L 2 IS 7B &L 2 ATIED 5
A%, PAEOMER & L TIE, HER AR
WTW5,

5. HFEN

% F T, MO S L o5k
TEDOHEF) % W OPHMNT S,

(1) MEHEINTEENTRDH 5 h/-BH : Presi-
dio Components, Inc. v. American
Technical Ceramics Corp., 875 F.3d
1369 (Fed. Cir. 2017)

RECORFFEMNIL, BT Iy rarTs

YHIZBNT, EBICEB L TRESINS 22
O (IEEmRE QB E 7 230 2T
AriE (edge-to-edge relationship) (ZHACE L
T, 7 IVEF xRV ¥ A (fringe-effect
capacitance) ZJEKT 5LV D TH - 72,
R IZEREEICB W CIEMBE R % %
\F, HEEFHEEIZ 7 L — 20— % [the second
contact being located sufficiently close to the
first contact [in an edge to edge relationship
in such proximity as] to form a first fringe-
effect capacitance with the first contact [that

is capable of being determined by measure-
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ment in terms of a standard unit]] & EJIEL
7z (FFEIMNASEINET) . & 2T, ARUOAFFRF
IZ2oWTIE, HHEEOHTH > T, KT
125 FRERDHEHE SN B HTIZ D [ U BHFH TR
EFEn (LUF [A0FR] & 94) 2MrbiiTniz,
ZOFFIZ B TEHFE, (K7 L — L DET
ERIO 7 L—2A12DWT) [HEHERAIZ LD
ETHI EMNTE DL (capable of being deter-
mined in terms of a standard unit) 7 ¥ ¥
MRF /Ny ARLEET D] L7 L — A
fEfla L7 1T, HERERLD 7)) IR
F XYY VADFEREIZONT, HEIEOH
Al 2 TR I I FHR L Rl 2 e L
720 2F 0, AEr L —LDETIERIO Y L — L
&, 7V U URIRF vV Y ADEEIT R
MICFIE SN Z L2 G0 EMEN TS
D, TORIZOWTRAEIZE W TYHFEZFH T
Wi ol & IAT, WS, FEA
BT AHETIEICE LT [ ZORTIEEREIFFIC BT
%7 L— LMEREEA L TEORR A I T
LL5DTHAH] EFHHL Tz, 20720, K
RIZB TS L, LR L — 2 0FIE
37 L— L O#PIZLE 2 725D T %
WweFERLZ, L2, CAFCIE, RIIET A1
Hlzo TORFFFHEBTOEMIZ Y L — L OHMH %
EO DBz THBBRTHY, I TORE
&, BEO 7 L —AERO S & ETIERTO 7 L —
LEFTIERD 7 L — L L DSEBIZF—TH 5 D
L THDHEHR LT, £L T, FHHEEIZBT
LIMEHEH T SN THmciE 7Y v Y
RF v /XD 8 v A0 % HmiCEET 5
bOVHRENTWT, FFiFHER T 2 OEHEH
HAB#ST 2720 [WECED (by
measurement) ] &9 [REZBEBINT HEIE%
L, [BIHXEE 7)) Y P8R F 325 A
O &= HERNICEIRET 200 LeRRENT
W] ERGERLTW2Z RS, CAFCIE,
RIERO 7 L — AI3ETIERI O 7 L — 4 L FEHIY

IZE—Tld7Zew (7 L—2A0O#EHBIZEE D >
72) CHIBTL, M NTEME% FRO 7o HiF D H)
WA 24 L 720

(2) HEXIINTEEI OO NG D > /-EH :
Convolve, Inc. v. Compaq Comput. Corp.,
812 F.3d 1313 (Fed. Cir. 2016)

KHTORFRFRAEL, N—FT4 A7 K74
7 (HDD) 2B\, sy HEAALH
DNy Faghlly) / FHE2ABe2TEET7 97
NBESELEH (P-4 ) FNICLD
HLB/AXDOREEEDRN ML — N4 7O
WZHBHZ LN, Ny REeBE) S 5 #E %]
Wy bL—H - 45 =T —A%iFTF, —
794 DIELDPDEN I AXE/NELTED
HEE- N2 —W2NERTE L LHICL2%
HTH o720 ZORFFFOFFERICB UV THEFFE
FHx7 L—20 [HE A4 X (acoustic noise) |
=212 X 552 14X (seek acoustic
noise) | & aTIE L7z 7 L—ADE[IEENT72

O, #ixt I TEMED FEE O F D H W2 BT
JEéﬂtﬁv L DL Wﬁ#%otﬁf
DFREG T EVRR D L THR ) X
iiai D=l EHEE A A0, RKE
YREMZEBEE ) AR (MIEIROREEA %
MR SE5 2 ETHELDL /A X)) ELEEND
el BD, RHRERFORTIER D7 L — A0
[&2 ) 1 X (acoustic noise) | 1T —2712X%
B A XITHE S %L“C\/\f:ﬁ”‘?b‘ﬁ“%ﬁ &
ol (bbb —27I12KHEE ) £ XIZH
%énfwt@f%ni FRETIEICE o T

L— 2ZO#FICEBE o722 £127% %),
CAFCiZ, gTiIERID 7 L — 422\ CPhillips
St o THIMIF ORLHES L OFEAREHE T S
MLT7 L—aRe To7z. TR, Wl
I =TIV EL L /A RELSE LT
REE Lo TWnD I, D7 L — DRI
2 [HZ2 1 X (acoustic noise) | & [~ — 7
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FEf (seek time) ] &AHEU DI TWAH I &, H
FHEOFHEAEFEIZBVCHIH S NB T3 e o
FHIEIZOWT, FIHCHIZAE Y FVE—% —
OHEL2FRLTBLT, ¥— 27 Ofl#Eizo
WTIRBIRENTW AR WD, KEWHIZY — 278
TEIZE DAL /A A2 ML L Tnwb It %
I Lo &, RFE LT, REEERFORTIER
D7 L—200 [HZ 14X (acoustic noise) |
EY =71 LBEE ) A XIIRES N Tz E
i U720 SIS E D, BRAEICBITAETIEICE o
T L— L OHPIIEE I %072 LT, #ft
XN TEME % 1358 L 72 3R I & S 8% L 72

Q) WENEEIDBOONEDL>FEH :
Presidio Components, Inc. v. American
Technical Ceramics Corp., No. 3:14-cv-
02061 (S.D. Cal. June 17, 2016) (Order)

it (1) oFEHTIE, FHETHLHY) 74

V=T I Sl X R T, A A DYRE
D ONLPEPDVFRE o> Tz (FEFET
W HE o T holz), FIHPTIX, fF
NAEMER FRD B B OHIWTICHE L T, Bz
(1) BEEDVPHBITEONNIS [FEHWRE
i) s nizr &) d, (i) BEEIFRF
RELOPED b & I FRITEO IS SE 0
Th%ATo Tz, (i) BEICHEESLZEK 2
FHELTWS A, (iv) BEMEEET 012
LN LR CTIFREMERETE LN L)
o KO, TOAAXIBENLHWII%R LD,
(v) BEATHEOICEVIIRIZ 7z o THE
L Twnid, (i) BEEVPEEICHED
IO BEIIF TR0 E ) 0, Loz
BERPEEEIND E LI LT, TNETNOER
WZOWTHE L CWwo iz, RKEETIX, HHEED
AERAEDFEAT SN CRESR () 138
EMOWIERSE, ~—7 T4 v 7, EHEND
ER MO TE Y, £/, BEICHEER
FTRHEH OIS 2 STz, 512, BF

\J)

HIZZ OFRTEEREL TR ER R & O
FHEF I L TR S DIEEI 21T o T
720 TOZENL, FECHBEREO (1) JhE
(iil) (22T P TEME & 72 5 J7 I )
FTE D EHHPTEHET L7z — 7 TEHPTE,
FEZIIHEEOFHERITL V6 FELFID
LRXIESs CTREMGORE - WFEE21T-o T
By, BEIC1I7THEL FVvax5E) BiFTnwt, h
5058 ) EIFIZoWToORFEEETTIIMbN
N Z e (JF  wIRIEETIEDS 7 L — A 0#HiH %
TEERLLDTHo/zb LT, HRAILHE
FATH OREATA I 2 HERMEFKIZTE
BN E LB THIR L), BREFRVZDRE
D EFIZkoTERETOFRETOENZ T %
EETE 22OV Z R L T e wna
&, BREMGBOEEEZ FREFRLNER TSR
WZ DRI E SRR L T nwZ b, FEEFES
(R LRER W) EPRFEIIDIEST
OEEEFRLETHLZ L, BFIFT, itk
HHEO (iv) JhE (vi) IZOW T TEME
RRODL T EIRT A HANCHERTE D L
WrL7zo 2o L CHEAPTE, BREFMREED
FETHVPMERETCHL L EZREL TV
CELHMELTEITET, WP R
Doz,

6. EHBRIXE
6. 1 HFEFEEDIS

WIRD Z L 230, FEErHES & L CIINTErE
BRELLZWVWEIICTLEIENLET LV, 2D
72DITUE, FERFDEAT L 7272107 L — A R ETIE
THLEIESNZWE DI, KON
BETHRE S L— 22 RESIETBL I EDE
F L, Bz, M7 L— Al ZiissS %
W% B7R$ 2 AT HAN UM L T /2 2 &
RECTHBH LA L2 MEL T, 2Tl
MEMHETE LR L — L 2RI RETH
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70, BREATHE, A, YEERLE 2 —,
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WHECTHNIZY L — L2 D#E 2 LB SV X
AT B EDNET L, FlZIE, FIITHIE
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LWz, FFROMANTHEO SRS, %
72, WIENOTHRTH - CThH, FHMEEHEN %
ZAF AL, TEBZTETIES I K
LI ENET L, RIS, FEE L4FERL
Vaoa—, I 5%LEE2—12BWTIL, Z1L—A4
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D EDVEFE LV, HBALOREMEE ZRE T
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BB 5 G0 L Zi%, BfEO 7 L — 24
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LW L—ARBEINTHIENEZBND,

F 7, FEAPMERE, FIEATHIBER FERA T A
KT BHEZ, EDr L — AT L TRE
FIRTE, 207 L —0%2EE0T IEREZL)
B, ol Z EERMETL, FEATHESL T

REDEGD, T2, EO7 L—ARETIET 5,
Vo2 LR EEICHI A TAZ ENEET
H5bo

6. 2 NEHEEERT DS

M ORFRFCRIEIC R ) 29 b DD D B Y;
GR, MAATEZ 20 72561208, SagHarc
xf L CHER)ER T & 2 87 R SOk & /ooy
THHAERL 2 =R 5% L 2 — DK,
F B RE LC, eIl EmIC
TERWVWETY, FAFEEIZ7 L — L %ZE[IES
HBHLIHITEVRALZ ERTENL, MEESE
BoNbZ LIl D, 72, Z0O L9 LB
RATH % L2 LTh, &I FRAT
HIE R HEELED THICA > T0iUE, B
DI L—LONEFELEDIL, FIEOFELR L,
ZORERFERTRETH S,

F 72, M ATEMEITREAT S N5 AT R TR
BEOFEAEDFAT SN A BNIKRENICHEET
Lot L CHEM SN A 720, RIEOR 3 H
FATHHESHETSOFHREICA-TBY, 7
L— ADETIE SN TV A GESE, N EHEDSE
AP TE DA, TRRTHIUE, FIIT
ENBHETE TIZTE B 174 L O & KIEN
ICHERT 2 2 &2 MET L, $72, HHNTEME
M SN DLW EFERT 572012, BRITHD
B COFEREAZIFEL TBL T EDMFF Ly,

F 72, M INFEMEDSTRD 5 1D 2 2 0
FHEE DITB KT A 0lcxt LT, #EAafE
MEHTFRD 5N D PR EE DT ARAET
5o TLTC, REZDVITELOMEDODL LITH
FBATHFORICHEFOIT A X ITo T/l
1, BP0 B 2 EZEER IS
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AR L, F/20E, BSOS L IIBRAR CHERITH
FHR RSO FRICA > TWilE, ZOFh
DD DRI, Z 2 THED - T B IATHIT
AR D L2, I X B FIRRF O IR e
AR CBLIET, WFENEEYERO N
WA EDDLZENTE D, BIPNTEHEDTRD S
NBIZIE, BEEDUWIAT S N DR
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CZEDVFEEE RO DEHIBIG H D L5,
FOL) R ELEERETBLIEIFART
H5o

7. BHYIC

HARBFRFICOWTIE, S5 f RIEDS
STEEND &, MRENC L D ETF#OFRIE Tl
D R EEFEENT DD EALRENL 2D,
B E Ic > T, L0 HRZFURERIRY K
VEERIETHERIL L TB &, HiFoARMIcEE
Fe U726 120, HIB L 72 AR % B
ZHS S EIRAHETIE L T < 2w ) FRAGEIR
Bl LTEZOND FIZE=FITE 5T,
BTSN TL ZORBREZBRAIZT 5
ZLIETEY, HMEORBREIIE SV TED
L9 ZIHEETIEAST BE S L CTREIS L T ¢
VDB B o

UK L CORERFFIZOWTIE, MR
BB R E L AETIES % 31UL, FTIESDETO
REATHIC T AEEREFREITE 2%
D, F7, EIIEDAENCEESE S NRFEMIZD
Wb, FTIEDRRICHHESE T2 2 LIS LT
ERMEFH R TE RSB, SHIZ, FTIELIE
DG 72 BEER 2t LT, BHTDED S
SR > T = HICEIEMEH T 2 5 N5 1T HE
Wb b, 20720, KEOFFFHIEL,
FATRIZ 7 L— L% E[IE - BIN5 2 &12xf L
THFES ZHBAICT 200 TH Y, HEEE
BCTotEZ7 L—2b &G0V —AFF 7T
TA Y TOEREREHOL—HT, H2HIC

o TIIHAEHBOBO/ST N2 )T 5V A
RIFFFEREDRFDHE LB, BT
D 7 L — MO W TR ED ) X
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1) See, e.g., Seattle Box Co. v. Indus. Crating &
Packing, 731 F.2d 818, 827 (Fed. Cir. 1984) ; see
also Kaufman Co. v. Lantech, Inc., 807 F.2d 970,
978 (Fed. Cir. 1986) (finding that the alleged

infringer was not entitled to intervening rights

because the reexamination claims were not
substantively different than the original claims).

2) See Slimfold Mfg. Co., Inc. v. Kinkead Indus.,
Inc., 810 F.2d 1113, 1116 (Fed. Cir. 1987) (‘it is
the scope of the claim that must be identical,
not that the identical words must be used.”).

3) See Predicate Logic, Inc. v. Distributive Software,
Inc., 544 F.3d 1298 (Fed. Cir. 2008).

4) See Laitram Corp. v. NEC Corp., 163 F.3d 1342,
1362 (Fed. Cir. 1998).

5) See Bloom Eng’g Co. v. N. Am. Mfg. Co., 129
F.3d 1247, 1249 (Fed. Cir. 1997).

6) Fortel Corp. v. Phone-Mate, Inc., 825 F.2d 1579
(Fed. Cir. 1987).

7)  Phillips v. AWH Corp., 415 F.3d 1303 (Fed. Cir.
2005) (en banc).

8) See Bloom Eng’g Co. 129 F.3d at 1251.

9) Marine Polymer Technologies, Inc. v. HemCon,
Inc., 672 F.3d 1350, 1363 (Fed. Cir. 2012) (en
banc) (“[O] nly ‘amended or new claims in-
corporated into a patent during reexamination .
.. will be susceptible to intervening rights.”).

10) Id. at 1362 (citing 35 US.C. § §307(b), 316(b));
see also id. at 1363 (“under § 307 (b), the first
question when assessing whether intervening
rights arose from a reexamination is whether
the asserted claim is ‘amended or new’ ; if the
answer is no, that ends the inquiry. Only if the
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11)

12)

13)

334

claim at issue is new or has been amended may
the court proceed to the second step in the
analysis and assess the substantive effect of any
such change pursuant to § 252.") : R+L
Carriers, Inc. v. Qualcomm, Inc., 801 F.3d 1346,
1349 (Fed. Cir. 2015).

John Bean Technologies Corp. v. Morris &
Associates, Inc., 887 F.3d 1322, 1327-28 (Fed.
Cir. 2018) (citing Laitram Corp. v. NEC Corp.,
163 F.3d 1342, 1346 (Fed. Cir. 1998) (“A paten-
tee of a reexamined patent is entitled to in-
fringement damages, inter alia, for the period
between the date of issuance of the original
claims and the date of issuance of the reexam-
ined claims if the original and reexamined
claims are ‘identical.”)).

KENF RT3 2 IRFEE O H AL EO
TA—AhlE, BMETEVWEILVORBIETH D E
DOXEELEEDIZF 2y 7Ry 7 ANRITON,
2T v IR ANDIEATHY, fEREZ
NIZEFTHEATWZAS, 20204F 3 H 2 H DI,
FERF R L T 0 24D RS L T 55
SNHFFFRAE ORI LTI, E TR
HHCORIETH 2 Z & OBIIERDI KD S
%5 Z Lt o572, See 37 CFR 1137 (the PTO
“may require additional information where
there is a question whether the delay was
unintentional.”).

Seattle Box Co. v. Industrial Crating & Packing,
Inc., 756 F.2d 1574, 1579 (Fed. Cir. 1985) ; Visto
Corp. v. Sproquit Techs., Inc.,, 413 F. Supp. 2d
1073, 1090 (N.D. Cal 2006) (citing Seattle Box
Co. v. Industrial Crating & Packing, Inc., 756
F.2d 1574, 1579 (Fed. Cir. 1985)) : accord 2-Way
Computing, Inc. v. Sprint Nextel Corp., No. 2:11-
CV-12 JCM PAL, 2014 WL 2960455, at *5-6 (D.
Nev. June 27, 2014) ; Presidio Components, Inc.

v. American Technical Ceramics Corp., No. 3:14-

M M E

14)

15)

16)

17)

18)
19)

20)

21)

22)

23)
24)
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cv-02061 (S.D. Cal 2016) (Order).

Presidio Components, Slip. Op. at *17 (citing
Way Computing, 2014 WL 2960455, at *5
Shockley v. Arcan, Inc., 248 F.3d 1349, 1361 (Fed.
Cir. 2001)).

See Henkel Corp. v. Coral, Inc., 754 F.Supp 1280,
1320 (N.DIL 1990) : see also Slimfold Mfg. Co.,
810 F.2d at 1117 ; Lucent Techs,, Inc. v. Gateway,
Inc., No. 02CV2060-B (CAB), 2007 WL 925507,
*10 (SD. Cal. March 19, 2007) (quoting Slimfold
and stating that “[i] n addressing the equitable
side of the rights provided under 35 USC. § 252,
reliance is the key factor for consideration.”).
See BIC Leisure Prods. V. Windsurfing Int’l, 1
F.3d 1214, 1221 (Fed. Cir. 1993).

Shockley v. Arcan, Inc, 248 F.3d 1349, 1360
(Fed. Cir. 2001).

Seattle Box, 731 F.2d at 827-28.

See NetAirus Techs., LLC v. Apple, Inc,, No. LA
CV10-03257, 2013 WL 3089061, at *4 (C.D. Cal.
May 23, 2013) (“The language in 35 USC. § 252
that gives rise to absolute intervening rights
‘appears not to relate to a patented process,
because processes are only addressed in the
statute’s discussion of equitable intervening
rights.”).

Sonos, Inc. v. D&M Holdings, Inc., No. 14-1330-
WCB, Slip. Op. at *7 (D. Del. Nov 7, 2017).
Infinity Comput. Prods., Inc. v. Toshiba Am.
Bus. Sols., Inc., No. 12-6796, Slip. Op. at *18-19
(ED. Pa. Feb. 22, 2019).

Vocalife LLC v. Amazon.com, Inc., No. 2_19-CV -
00123-]JRG, Slip. Op. at *6-9 (E.D. Tex. Aug. 14,
2020).
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