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Study of Introducing CIP System to Japan*
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The First Patent Committee

(Abstract)

Among diverse views on how to increase international competitiveness of Japanese industries
with the use of intellectual property, there is a view that proposes the introduction of the Continuation-
In-Part Application (CIP) system to Japan from the United States, aiming to strengthen protection for
inventions in Japan. Considering the possibility of introducing the CIP system to Japan, this report
clarifies the consistency and conflicts between the CIP system and the existing systems in Japan and
suggests possible Japanese versions of the CIP system, which are roughly divided into two, one for
giving the maximum protection to applicants and inventions, and the other for giving the minimum

protection to applicants and inventions.
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1. Introduction

Recently, there have been diverse views
on how to increase international competitiveness
of Japanese industries with the use of intellectual
property. One such view proposes the introduc-
tion of the Continuation-In-Part Application
(CIP) system to Japan from the United States.
This proposal is being discussed at the Intellec-
tual Property Policy Committee of the Industrial
Structure Council!) and also draws attention
from many people including researchers at com-
panies and universities. On the other hand, even
among people who are in favor of the introduc-
tion of the CIP system, opinions are divided re-
garding an ideal form of a Japanese version of
the CIP system and how to adjust and harmonize
the CIP system with the existing systems in
Japan upon introduction”.

The First Sub-Committee of the First Pat-
ent Committee of FY2003 studied the current
status of the CIP system in the United States and
compared this system with the existing systems
in Japan, and then discussed and prepared
propositions for the introduction of the CIP
system to Japan.

This report first presents the outline of the
CIP system in the United States, including the
purpose, advantages and disadvantages, and
status of use of the system, and then compares
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this system with the existing systems in Japan,
thereby clarifying problems that might occur
upon its introduction to Japan, and finally sug-
gests a private idea of a Japanese version of the
CIP system.

In this report, the existing CIP system in
the United States is referred to as the “US CIP
system,” a CIP system that is discussed in terms
of introduction to Japan is referred to as a “Japa-
nese version of the CIP system,” and they are
collectively referred to as the “CIP system.”

This report was written by the members of
The First Subcommittee of The First Patent
Committee of FY2003: Yoshiyuki MURATA
(CASIO COMPUTER CO., LTD.; Chairperson
of the subcommittee), Sadanori SUZUKI
(TOYOTA INDUSTRIES CORPORATION;
Assistant chairperson of the subcommittee),
Yoshikazu AKIMOTO (SHIMIZU CORPORA-
TION), Jun’ichi UENO (SUNTORY LIMITED),
Keiko OHASHI (Asahi Glass Company Ltd.),
Shigeo KUSUMOTO (Sharp Corporation),
Nobuyuki TAKAHASHI (TOSHIBA CORPO-
RATION), Yuji NAKAJIMA (CHISSO CORPO-
RATION), and Koji MORIMOTO (SANYO
ELECTRIC CO., LTD.).

2. Background for Considering the
Introduction of the CIP System

A continuation-in-part (CIP) application
in the United States is an application filed during
pendency at the patent office of an earlier appli-
cation by the same applicant (parent application),
disclosing a new matter that has not been dis-
closed in the parent application (35USC §120,
MPEP 1.53(b)2)3). Novelty and other patentabil-
ity requirements relating to the new matter dis-
closed in a CIP application are determined as of
the filing date of the CIP application rather than
the filing date of the parent application, whereas
such requirements relating to other matters that
have already been claimed in the parent applica-
tion are determined as of the filing date of the
parent application. Courts have also upheld this
practice®. The term of a patent right (hereinafter
referred to as “term of patent”) based on a CIP
application is calculated from the filing date of
the parent application (35USC §54(2)).

As mentioned above, along with the re-
cently growing interest in the discussion aiming
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to make Japan an intellectual property-based
nation, there is a movement toward strengthen-
ing protection for inventions, and under such
circumstances, some people have taken note of
the US CIP system in which a new matter may
be added to a patent application after it is filed,
and propose the introduction of a Japanese ver-
sion of the CIP system.

Views in favor of the introduction of a
Japanese version of the CIP system can be
roughly divided into two. One major view is
based on the argument that protection for inven-
tions in the United States is stronger than that in
Japan because in the United States, a new matter
may be added to a patent application after it is
filed. This view is strongly advocated especially
among researchers at universities and companies.
Researchers need to obtain patent protection for
their achievements, but at the same time, they
are required to make such achievements public
through papers and academic presentations as
soon as possible. Therefore, it is often the case
that researchers first disclose incomplete re-
search achievements, from which patentable in-
ventions may arise, through papers and presenta-
tions, and then continue research activities to
create complete inventions. Under the existing
Japanese patent system which adopts the first-to-
file principle instead of the first-to-invent princi-
ple, researchers have no option but to file patent
applications for inventions that, although created
only on basic concepts, have room for further
improvement in order to obtain the status of the
first applicant. In this situation, it is the Japanese
researcher’s desire to obtain more reliable patent
rights for complete inventions that also contain
research achievements made after the filing of
the patent application. They consider that the
introduction of a Japanese version of the CIP
system will enable them to stand on equal foot-
ing with US researchers in terms of enjoying
protection for inventions.

The other major view for proposing the
introduction of a Japanese version of the CIP
system is heard from industries, in light of the
fact that the written description requirements for
the patent specification and claims have recently
become more stringent. More specifically, in
cases where the notification of reasons for re-
fusal is given due to minor descriptive defects
and a new matter needs be disclosed in order to
remedy such defects, a domestic priority claim
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may be declared within one year from the filing
date under the existing Japanese Patent Law
(Section 41). However, if a notification of rea-
sons for refusal is given after one year has
elapsed from the filing date, the applicant has no
course of action. From the perspective of pro-
tecting valuable inventions, it is undesirable that
minor descriptive defects prevent inventions
from being patented, and in cases such as those
mentioned above, the invention should be pro-
tected by allowing the addition of a new matter
to a patent application after it is filed. In this re-
spect, the introduction of a Japanese version of
the CIP system is desired so as to remedy de-
scriptive defects notified as reasons for refusal
of a patent application.

3. Outline of the US CIP System
3.1 Purpose of the US CIP system

(1) History of the US CIP system

In the United States, a continuation, con-
tinuation-in-part, or divisional application may
be filed to obtain another opportunity for exami-
nation while retaining the benefit of the filing
date of the earlier or parent application (35USC
§120). Among the three types of application, the
concepts of continuation application and con-
tinuation-in-part application have long histories,
which go back to the 1860s and the 1930s re-
spectively. Based on subsequent case laws”,
these application systems were included in the
US Patent Law in 1952%.

(2) Purpose of the US CIP system

Applicants for US patents not only face
strict standards for allowance of amendments to
the contents of the patent specification after it is
filed, but must also satisfy strict requirements
for writing the specification (description require-
ment, enablement requirement, and best mode
requirement). Therefore, when the applicant
adds experimental data to the specification after
filing the application in order to satisfy the de-
scription requirement, the examiner often deter-
mines such data as matters that have not been
claimed in the initial specification, which causes
disputes between the examiner and the applicant
as to whether or not such data is a new matter.

The US CIP system has been established
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for the purpose of granting the benefit of the fil-
ing date of the parent application to a new matter
that is disclosed after the filing of the parent ap-
plication but does not affect the interpretation of
the claims as described in the parent application,
thereby protecting a wider range of inventions.

3.2 Advantages and disadvantages of the US
CIP system

(1) Advantages and disadvantages to the appli-
cant

One of the advantages of the CIP system
to the applicant is that it allows the applicant to
add a new matter to the parent application. This
enables the full protection of improvement in-
ventions and establishes a solid framework of
patent protection. Furthermore, even after filing
a CIP application, the applicant can maintain the
parent application at the patent office, without
abandoning or withdrawing it. The applicant can
also integrate multiple related applications.
Because of these advantages, a variety of patent
strategies are possible. The CIP system also
facilitates the applicant to remedy descriptive
defects notified as reasons for refusal of the pat-
ent application7).

The disadvantage to the applicant is that
the term of patent is calculated from the filing
date of the parent application; the term of patent
for the invention added later will be less than 20
years.

(2) Advantages and disadvantages to third par-
ties

It is difficult to point out an advantage of
the CIP system to parties other than the applicant.
On the other hand, as one of the disadvantages,
the examination procedure might be prolonged
due to the possibility that a new matter will be
added to a patent application after it is filed, un-
til the scope of the patent is defined. This in-
creases the needs of patent monitoring and also
increases the risk in selling products. Where the
patentability of individual claims should be
determined as of different dates, it is difficult to
determine whether or not the invention is in-
fringed.

The US CIP system was also available to
obtain what is called a submarine patent when
the term of patent was 17 years from the date of
registration. However, since the term of patent
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was revised in 1995 to 20 years from the filing
date, creation of submarine patents is no longer
allowed. However, some people still criticize
that the CIP system can be abused so as to make
patents suddenly appear before the public.

(3) Advantages and disadvantages to the patent
office

The CIP system is advantageous to the
patent office in that it can reduce the time for
examination. Having issued an office action in
respect of the parent application, the patent
office can use examination results on the parent
application in the course of examining the CIP
application.

On the other hand, under the CIP system,
the patent office has to deal with more applica-
tions because both the CIP application and the
parent application may be pending at the patent
office. Furthermore, the examination procedure
will become complicated where the patentability
of individual claims should be determined as of
different dates.

3.3 Status of use of the US CIP system

Figure 1¥ and Table 1 indicate the survey

results on the status of use of the US CIP system.

Figure 1 shows the number of CIP appli-
cations filed each year from 1990 to 2000 and
the share of CIP applications in total applica-
tions. From 1990 to 1995, the number of CIP
applications continued to rise. After a drop in
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1996, the number has resumed an upward trend.

On the other hand, the share of CIP appli-
cations in total applications differs considerably
up until 1995 and since 1996. Until 1995, the
share remained almost flat at about 7%, whereas
it has been slightly below 5% since 1996. One of
the causes of this decline may be the decrease in
the number of CIP applications filed for the pur-
pose of obtaining submarine patents as a result
of the revision of the US Patent Law in 1995, by
which the term of patent was revised from 17
years from the date of registration to 20 years
from the filing date.

Table 1 shows the number of CIP-based
patents registered in the United States each year
from 2000 to 2002 and the share of CIP-based
registered patents in total registered patents, tar-
geting the companies/universities that registered
a large number of CIP-based patents during the
period. Every year, almost the same entities held
the top ten spots in the ranking of the number of
CIP-based registered patents. It is interesting
that among the entities whose CIP-based regis-
tered patents accounted for more than 10% of
their total patents registered each year, all enti-
ties except for the University of California,
which ranked top every year, were manufactur-
ers of chemicals and materials.

Japanese entities held about ten spots
every year in the top hundred entities in the
ranking of the number of CIP-based patents reg-
istered. The entities ranked in the top hundred
were almost unchanged during this period. There

=@="1 Share (right axis)

1990 1991 1992 1993 1994

Figure 1

1995 1996 1997 1998 1999 2000

Number and share of CIP applications in the United States

Copyright (C)2005 Japan Intellectual Property Association All Rights Reserved.



36

Journal of JIPA, Vol.5 No.1, June 2005

Table 1 Number of CIP-based patents registered in the United States*1
1 Al Share of CIP-
Number of Number of | based regis-
Year Rank Assignee CIP-based | US patents | tered patents
patents registered (%)
registered ([11/]2] x 100)
1 [ University of California 105 463 22.7
2 | INTERNATIONAL BUSINESS MACHINES (IBM) 83 2,924 2.8
3 | MICRON TECHNOLOGY (MICRON) 69 1,313 5.3
o 3 | PROCTER & GAMBLE (P&G) 69 470 14.7
a 5 | HEWLETT-PACKARD (HP) 66 904 7.3
2 5 | 3M INNOVATIVE PROPERTIES (3M) 66 495 13.3
7 | DU PONT DE NEMOURS (DU PONT) 59 345 171
8 | LUCENT TECHNOLOGIES (LUCENT) 53 1,416 3.7
9 | APPLIED MATERIALS 52 392 13.3
10 | ADVANCED MICRO DEVICES (AMD) 47 1,055 4.5
2000 11 | Hitachi 46 1,048 4.4
E 18 | Seiko Epson 36 409 8.8
o 25 | Fujitsu 30 1,172 2.6
So | 40[Sony 22 1,394 1.6
g2 [ 42[Denso 21 430 4.9
Sha 52 | Canon 19 1,903 1.0
o o | 62 |Nikon 17 280 6.1
§9 74 | Toshiba 16 1,267 1.3
8 87 | Matsushita Electric Industries 14 1,155 1.2
= 97 | Fuji Photo Film 13 549 2.4
97 | Mitsubishi Electric 13 1,043 1.2
Total*2 13,466 158,014 8.5*3
1 | University of California 94 434 21.7
2 | HEWLETT-PACKARD (HP) 88 988 8.9
3 | INTERNATIONAL BUSINESS MACHINES (IBM) 87 3,457 25
=) 3 | MICRON TECHNOLOGY (MICRON) 87 1,654 5.3
o 5 | PROCTER & GAMBLE (P&G) 72 428 16.8
) 6 | 3M INNOVATIVE PROPERTIES (3M) 68 451 15.1
7 | APPLIED MATERIALS 65 441 14.7
8 | Hitachi 56 1,285 4.4
2001 9 | GENERAL ELECTRIC (GE) 53 1,112 4.8
10 | DU PONT DE NEMOURS (DU PONT) 46 342 13.5
20 | Fujitsu 37 1,210 3.1
26 | Seiko Epson 32 505 6.3
£ 28 | Matsushita Electric Industries 30 1,450 2.1
o 88 | 29 |Nikon 29 287 10.1
8s | 31[Sony 26 1,395 1.9
& g—: 59 | Toshiba 18 1,178 1.5
& 6 & | 68 | Fuji Photo Film 17 586 2.9
~ ©< [ 81| Denso 15 476 32
Total*2 13,748 166,599 8.3 *3
1 [ University of California 98 466 21.0
2 | 3M INNOVATIVE PROPERTIES (3M) 87 546 15.9
3 | PROCTER & GAMBLE (P&G) 84 434 19.4
o 4 | INTERNATIONAL BUSINESS MACHINES (IBM) 78 3,339 23
= 5 | MICRON TECHNOLOGY (MICRON) 71 1,843 3.9
RS 6 | APPLIED MATERIALS 63 507 12.4
7 | GENERAL ELECTRIC (GE) 61 1,424 4.3
8 | HEWLETT-PACKARD (HP) 57 1,067 5.3
2002 8 | SOUTHPAC TRUST INTERNATIONAL 57 95 60.0
10 | Hitachi 49 1,618 3.0
a 24 | Seiko Epson 30 634 4.7
o 33 | Nikon 24 248 9.7
k= 43 | Fujitsu 22 1,271 1.7
] 43 | Matsushita Electric Industries 22 1,569 1.4
8 Eo | 48] Sony 20 1,457 1.4
& g-‘? 48 | Toshiba 20 1,172 1.7
& 6+ |58 | Sumitomo Electric Industries 19 246 7.7
~ ©~ [ 72 [Hamamatsu Photonics 16 26 61.5
Total*2 13,017 167,943 7.8*3
Notes:

1. Figures in this table are based on the results of the survey via Dialog-CLAIMS, a US patent online database
compiled by IFI Claims(R) Patent Service.
2. “Total” refers to all registered patents, including those ranked below 100 and those whose assignees are

unknown.

3. “Overall average share” refers to the share of total CIP-based registered patents in total patents registered
each year. The shaded companies are assignees whose share of CIP-based registered patents exceeds the
overall average share.
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were few companies whose share of CIP-based
registered patents in their total registered patents
exceeded the overall average share (the share of
total CIP-based registered patents in total patents
registered each year).

4. Relationships between the US
CIP System and the Existing
Systems in Japan

This section compares the US CIP system
with the existing systems in Japan and studies
problems that may occur upon the introduction
of a Japanese version of the CIP system.

4.1 Relationship with the first-to-file princi-
ple

A CIP application may be filed by adding
a new matter to the parent application. The ap-
propriateness of allowing the addition of a new
matter is studied from the perspective of the re-
quirements relating to the subject, i.e. to whom
the patent should be granted. Please note that the
requirements relating to the object (whether the
invention is publicly known, disclosed in earlier
applications, involves inventive step, etc.) are
not included in the scope of discussion here.

In countries including Japan where pat-
ents are granted to the first applicant in cases
where two or more applications relating to the
same invention are filed on different dates (Sec-
tion 39 of the Patent Law), which is called the
first-to-file principle, the scope of the patent, or
at least the outline thereof, should be determined
at the time of the filing of the application. There-
fore, in general, it is not allowed under the first-
to-file principle, to apply the filing date of the
parent application retrospectively to any new
matter added thereafter.

In other words, it would be conceptually
possible to allow the addition of a new matter to
a patent application after it is filed while main-
taining the first-to-file principle, by providing
that the patentability of the new matter shall be
determined as of the date on which it is added.
In consequence, the CIP system can be intro-
duced even under the first-to-file principle.

On the other hand, in the United States
where the CIP system is available, patents are
granted to the first inventor in cases where two
or more persons have made the same invention,
which is called the first-to-invent principle

37

(35USC §102). Under this principle, the ques-
tion of who the first inventor is, is the issue to be
resolved, irrespective of who the first applicant
is. Even if a new matter is added to a patent ap-
plication after it is filed, the date on which the
invention involving the new matter was made
will never change. Therefore, under the first-to-
invent principle, there is no necessity to strongly
prohibit the addition of a new matter.

4.2 Relationship with the domestic priority
claim system

The domestic priority claim system and
the US CIP system have a common feature of
allowing an addition of a new matter to the par-
ent application, however they are different in
respect of various aspects such as the time limit
for addition, treatment of the parent application,
term of patent, written description requirements,
and condition on the parent application. In con-
sequence, upon the introduction of a Japanese
version of the CIP system, it is necessary to suf-
ficiently consider such differences to the existing
domestic priority claim system and determine
whether to have both systems or integrate the
domestic priority claim system into the Japanese
version of the CIP system.

(1) Time limit for addition

While a patent application claiming do-
mestic priority may be filed within one year
from the filing date of the parent application
(Section 1(1)(i) of the Japanese Patent Law), a
CIP application may be filed during pendency of
the parent application at the patent office. Con-
sequently, the US CIP system can be used de-
pending on examination results of the parent
application.

(2) Treatment of the parent application

Under the domestic priority claim system,
the parent application shall be deemed to have
been withdrawn at the expiration of one year and
three months from its filing date (Section 42 of
the Japanese Patent Law), whereas under the US
CIP system, the applicant may choose to with-
draw, abandon or maintain the parent application.
Consequently, the US CIP system imposes fewer
restrictions on the possibility of obtaining a pat-
ent based on the parent application and therefore
enables applicants to obtain patents in various
ways.
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(3) Term of patent

The term of patent based on a patent
application claiming domestic priority is 20
years from the filing date of the application
claiming priority; therefore, by filing a patent
application claiming domestic priority, the end
of the term of patent can be extended by up to
one year. On the other hand, the term of patent
based on a CIP application is 20 years from the
filing date of the parent application (35USC
§154).

(4) Written description requirements

While there are no specific written de-
scription requirements to be satisfied when
claiming domestic priority, a CIP application
may not be entitled to the benefit of the filing
date of the parent application if the parent appli-
cation fails to satisfy the written description re-
quirements (e.g. where a CIP application is filed
in order to remedy descriptive defects notified as
reasons for refusal of the parent application).

(5) Condition on the parent application

A patent application claiming domestic
priority may not be filed based on a divisional
application or converted application (Section
41(1)(ii) of the Japanese Patent Law), whereas a
CIP application may be filed based on a divi-
sional application as parent application.

(6) Status of use of the systems

Comparing the status of use of the CIP
system in the United States and that of the do-
mestic priority claim system in Japan in 1999
and 2000, the rate of applications filed under the
former system against total applications was
4.7% and 4.6%, whereas the rate of applications
filed under the latter system to total applications
was 5.2% and 5.3% respectively9); thus, the rate
of use of the Japanese domestic priority claim
system is higher than that of the US CIP system.
Furthermore, while the rate of use of the US CIP
system has been declining year by year, the rate
of use of the Japanese domestic priority claim
system has been slightly rising.

Considering that the rate of use of the US
CIP system is lower than that of the Japanese
domestic priority claim system despite the fact
that the former is available for a far longer pe-
riod of time than the latter, there may be differ-
ences between them in respect of the purpose
and manner of use. Therefore, prior to the intro-
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duction of a Japanese version of the CIP system,
it is desirable to sufficiently examine the pur-
pose and manner of the use of the US CIP sys-
tem.

4.3 Relationship with the system of publica-
tion of unexamined applications

In Japan, under the system of publication
of unexamined applications (Section 64 of the
Japanese Patent Law), the whole text of all un-
examined applications are published. In conse-
quence, upon the introduction of a Japanese ver-
sion of the CIP system, it is necessary to take
conflicts with the publication of unexamined
applications into consideration. For example,
where a CIP application is filed after the parent
application is published, the parent application
shall fall under the scope of a distributed publi-
cation (Section 29(1) of the Japanese Patent
Law). If the parent application, after being pub-
lished, is treated as a distributed document, in
the same manner as another patent application
filed by the same applicant, a CIP application
may be filed in effect only within 18 months
from the filing date until the date of publication,
which is longer by no more than six months than
the period for claiming domestic priority.

In order to introduce a Japanese version of
the CIP system while ensuring that it will func-
tion effectively, it will be necessary to adjust the
existing publication system in terms of the time
of publication and the matters to be published, in
addition to the treatment of the parent applica-
tion as a prior art document. At the same time, it
is also necessary to consider equilibrating the
interest between the CIP applicant and third par-
ties.

Figure 1 shown above indicates the status
of use of the US CIP system but it does not
cover the period after the pre-grant publication
system was introduced in the United States.
When discussing the consistency between a
Japanese version of the CIP system and the ex-
isting publication system, it will be productive to
investigate and analyze the changes in the pur-
pose and manner of using the US CIP system
after the introduction of the pre-grant publica-
tion system in the United States.

In the United States, before the pre-grant
publication system was introduced by the
amendment to the Patent Law in 1999 and put
into force in November 25, 2000, the CIP system
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had been available and effectively used as a
means to add a new matter to the parent applica-
tion under the circumstances where the parent
application had not been published. Even after
the introduction of the pre-grant publication sys-
tem, it seems possible to effectively use the CIP
system as before by choosing not to publish the
parent application.

4.4 Relationship with the divisional applica-
tion system

As mentioned above, under the US CIP
system, both a CIP application and the parent
application may be pending at the patent office.
This would cause an overlap between the CIP
system and the existing divisional application
system. In consequence, upon the introduction
of a Japanese version of the CIP system, it is
necessary to consider the consistency with the
existing divisional application system, especially
in terms of the following points.

(1) Object to be divided

Under the existing divisional application
system, a patent application may be divided only
to the extent of the description, patent claims or
drawings attached to the request thereof (Section
44(1) of the Japanese Patent Law), but no new
matter may be added to the application. On the
other hand, a US CIP application may be filed to
add a new matter that has not been disclosed in
the parent application.

If a Japanese version of the CIP system is
designed to enable both a CIP application and
the parent application to be pending at the patent
office, as under the US CIP system, it would be
legally possible to file a divisional application
adding a new matter to the parent application,
which is not allowed under the existing law. As a
result, the existing divisional application system
would be included in the Japanese version of the
CIP system.

(2) Time limit for filing

A divisional application may be filed only
within the time limit by which the description,
patent claims or drawings attached to the request
may be amended (Section 44(1) of the Japanese
Patent Law). On the other hand, a US CIP appli-
cation may be filed any time during the pend-

ency of the parent application at the patent office.
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(3) Effect

In the case of dividing a patent application,
the new application shall be deemed to have
been filed at the time of filing of the parent
application (Section 44(2) of the Japanese Patent
Law). However, if the new application contains
any new matter, it is no longer a divisional appli-
cation, and therefore even if it contains parts that
have been disclosed in the parent application,
the filing date of the new application as a whole
will not go back to the filing date of the parent
application. On the other hand, a US CIP appli-
cation may be entitled to the benefit of the filing
date of the parent application in respect of the
matters that have been disclosed in the parent
application, but it may be entitled only to the
benefit of the filing date of the CIP application
in respect of any new matters.

4.5 Relationship with the amendment system

The Japanese Patent Law was revised in
1993 to drastically review the amendment sys-
tem, by prohibiting “addition of new matter”
(Section 17-2(3) of the Patent Law), for the pur-
pose of ensuring prompt granting of right, equal
treatment of applications, and equilibrium be-
tween the applicant and third parties, while tak-
ing into consideration international harmoniza-
tion in patent systemslo). Before this legal revi-
sion, the addition of a new matter was allowed
through the amendment procedure as long as
such new matter would not change the gist of the
invention (Section 41 of the old Patent Law),
and where the gist of the invention was changed
by making an amendment to the application, the
filing date was moved to the date on which the
amendment was made (Section 53(4? and (5)
and Section 40 of the old Patent Law)1 )

On the other hand, a US CIP application
may contain a new matter that has not been dis-
closed in the specification of the parent applica-
tion, and it shall be examined as if it were filed
on the filing date of the parent application in
respect of the invention relating to the matters
that have been disclosed in the parent applica-
tion. Furthermore, a US CIP application may be
filed any time during the pending of the parent
application at the patent office. In this case, if a
new matter does not fall under the scope of “new
subject matter,” or in other words, a new matter
does not affect the interpretation of the claims in
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the parent application, the patentability of the
claims is determined as of the filing date of the
parent application. In consequence, where a US
CIP application is filed to add working examples
and experimental data that are related to the
claims contained in the parent application, but
these new matters do not affect the interpretation
of the claims, the patentability on the new mat-
ters is determined as of the filing date of the par-
ent application.

Thus, the US CIP system closely resem-
bles the amendment system under the old Japa-
nese Patent Law in terms of the treatment of new
matters.

Therefore, if the US CIP system is intro-
duced to Japan without modification in terms of
the treatment of new matters, it would enable
“addition of new matters,” which is prohibited
under the existing Japanese Patent Law, or more
specifically, it would be possible to make an ad-
dition or change without changing the date as of
which the patentability should be determined, in
respect of matters within almost the same range
of those amendable under the old Patent Law.

If such a CIP application is accepted, it
would give excessive protection to the applicant
while bringing about unexpected disadvantages
to third parties, which would go against the trend
of the times from the perspective of ensuring
international harmonization.

At the same time, the existing amendment
system in Japan is defective in that it prevents
the applicant from remedying minor descriptive
defects, which results in useful inventions being
denied protection due to minor and unessential
errors.

Consequently, upon the introduction of a
Japanese version of the CIP system, it is neces-
sary to sufficiently consider the consistency with
the amendment system, and in particular, it is
also necessary to clearly provide for cases where
the patentability should be determined as of the
filing date of the parent application and cases
where the patentability should be determined as
of the filing date of the CIP application.

4.6 Relationship with the written description
requirements

Under the existing Japanese Patent Law, it
is very difficult to remedy descriptive defects, by
making an amendment so as to satisfy the writ-
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ten description requirements in terms of the de-
scription, patent claims or drawings. In such a
case, it may be possible to use the domestic pri-
ority claim system. However, a patent applica-
tion claiming domestic priority may be filed
only within one year from the filing date of the
parent application, and because the examination
procedure usually takes more than one year, in
most cases, a patent application claiming domes-
tic priority can no longer be filed when it is
found in the examination that the parent applica-
tion fails to satisfy the written description re-
quirements.

On the other hand, in the United States,
even where a patent application fails to satisfy
the written description requirements, the appli-
cant may submit a new specification and remedy
defects in the earlier application by filing a CIP
application. However, a CIP application may be
entitled to the benefit of the filing date of the
parent application on the condition that the par-
ent application satisfies the written description
requirements. Therefore, a CIP application is
filed to remedy any descriptive defects in the
parent application, and it may not be entitled to
the benefit of the filing date of the parent appli-
cation.

Under the existing domestic priority claim
system in Japan, the benefit of the filing date of
the parent application may be granted only in
respect of the invention that has been disclosed
in the parent application. However, the “inven-
tion that has been disclosed in the parent appli-
cation” is not defined in the Patent Law. There-
fore, upon the introduction of a Japanese version
of the CIP system, it is necessary to clearly de-
fine the “invention that has been disclosed in the
parent application.”

5. Propositions for the Introduc-
tion of the CIP System

Upon the introduction of a Japanese ver-
sion of the CIP system, it is necessary to take
into consideration not only the consistency with
the existing systems in Japan, as mentioned
above, but also the equilibrium between the ap-
plicant and third parties. Needless to say, the
stronger the protection given to applicants and
their inventions, the greater the disadvantages
suffered by third parties. On the other hand, if
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too much emphasis were given to the interest of
third parties, it would be difficult to strengthen
protection for applicants and their inventions.

The discussion on the equilibrium point in
the interest between the applicant and third par-
ties will have to wait until another occasion be-
cause this issue largely depends on the policies
and value standards of the changing times. This
section makes propositions for the introduction
of a Japanese version of the CIP system, focus-
ing on the two major points: to what extent pro-
tection for inventions can be strengthened by the
introduction of the CIP system (maximum pro-
tection); and to what extent protection for inven-
tions should be assured to make the introduction
of the CIP system meaningful (minimum protec-
tion).

5.1 Proposition 1 (maximum protection)

(1) Period when the CIP system is available

In order to strengthen protection for appli-
cants and their inventions to the maximum ex-
tent, the CIP system should be available any
time during pendency of the patent application at
the patent office. Through this arrangement, it
will be possible to add improvement inventions
as well as working examples and experimental
data obtained after the filing of the parent appli-
cation, as needed.

Nevertheless, even if it is aimed to protect
applicants and their inventions to the maximum
extent, the term of patent based on a CIP appli-
cation should be calculated from the filing date
of the parent application. Should the term of pat-
ent start from the filing date of the CIP applica-
tion, it would be possible to defer the expiration
of the term of patent by repeatedly filing CIP
applicationslz)

(2) Consistency with the publication system

Even where the CIP system is available
any time during pendency of the parent applica-
tion, the system would not be able to function
effectively if a CIP application were refused due
to the published parent application as a cited
document in the notification of reasons for re-
fusal.

An appropriate measure to avoid this
situation would be to exclude the parent applica-
tion from the scope of cited documents. It would
also be appropriate to further exclude matters
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made publicly known by the applicant or
inventor’s acts from the scope of application of
Sections 29 and 29-2, because the applicant or
inventor is very likely to have worked the inven-
tion at the time of filing the CIP application.
Through these arrangements, the CIP system
would be able to function effectively.

It is needless to say that patent applica-
tions filed by third parties during the period be-
tween the filing date of the parent application
and the filing date of the CIP application should
be included in the scope of cited documents in
respect of the CIP applications.

Under the CIP system, by filing a CIP ap-
plication and then withdrawing the parent appli-
cation before the parent application is published,
it would be possible in effect to defer the time of
publication of the CIP application. Therefore, it
is necessary to prevent such a situation by calcu-
lating the period until the publication of the CIP
application from the filing date of the parent ap-
plication.

(3) Consistency with the divisional application
system

If the parent application may continue to
be pending at the patent office even after a CIP
application is filed, this would mean that the CIP
system includes the divisional application sys-
tem. Therefore, it would be a possible measure
to combine the CIP system and the divisional
application system into a new system, which
may be called continuation-in-part divisional
application system.

Under such a new system, the time limit
for filing a divisional application can be ex-
tended beyond the existing time limit, by which
an amendment may be made (Section 44(1) of
the Patent Law), and it can also be consistent
with the time limit for dividing a patent applica-
tion in the United States and Europe (35USC
§120, 121; EPC§76(3), EPR §25), thereby
achieving international harmonization in patent
systems. Furthermore, such a new system will
allow a new matter to be added upon the filing
of a divisional application, which will further
strengthen protection for applicants and their
inventions. However, it is needless to say that
the patentability of any new matter added upon
the filing of a divisional application should be
determined as of the filing date of the divisional
application rather than the filing date of the par-
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ent application.

As for publication of unexamined applica-
tions, it would be appropriate to treat a CIP ap-
plication in the same manner as treating a divi-
sional application under the existing system.

(4) Consistency with the domestic priority
claim system

The CIP system and the domestic priority
claim system are similar to each other in that
both systems allow a new matter to be added to
a patent application after it is filed. If the term of
patent based on a CIP application is to start from
the filing date of the parent application, the ad-
vantages of the domestic priority claim system
will remain even after the introduction of the
CIP system. More specifically, by filing a patent
application claiming domestic priority, it would
be possible to add a new matter to the parent
application while ensuring that the term of pat-
ent will start from the filing date of the applica-
tion claiming priority.

Consequently, from the perspective of
protecting applicants and their inventions, it is
desirable to have both the CIP system and the
domestic priority claim system. It is also neces-
sary to maintain the domestic priority claim sys-
tem in light of the relationship with the system
for claiming priority under the Paris Convention.

If we intend to have both the CIP system
and the domestic priority claim system, we
should maintain the domestic priority claim sys-
tem as it stands, whereas opinions would vary
regarding whether or not to accept a CIP appli-
cation that is filed based on the parent applica-
tion claiming domestic priority.

(5) Consistency with the amendment system

If a CIP application were entitled to the
benefit of the filing date of the parent applica-
tion for any matter it would add to the parent
application, the existing amendment system
would exist only in name and the objective of
the first-to-file principle would be ignored.

In light of the consistency with the exist-
ing amendment system, the patentability of any
new matter added by a CIP application should be
determined as of the filing date of the parent ap-
plication if such new matter falls under the
scope of amendable matters, and it should be
determined as of the filing date of the CIP appli-
cation if the new matter goes beyond that scope.
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(6) Effect

A CIP system arranged as mentioned
above will make protection for applicants and
their inventions stronger than ever before. In
particular, it will strengthen protection for indus-
try leaders on the cutting edge of development.
A person who has first filed a patent application
for a basic invention will be able to file subse-
quent patent applications and obtain patents for
inventions made by making improvements to the
basic invention.

On the other hand, it is only natural that
the CIP system would be less beneficial to those
who come second and thereafter in development,
compared to the industry leaders.

In order to compete with industry leaders,
those who come second and thereafter might file
more applications to obtain patents of related
inventions, improvement patents, and defensive
patents than they do now (especially after the
publication of applications filed by industry
leaders), which would increase the burden of
patent monitoring on third parties and prolong
the examination procedure at the patent office.

5.2 Proposition 2 (minimum protection)

The minimum protection to be achieved
by the introduction of the CIP system may as-
sure that a patent application will not be refused
due to descriptive defects. This section focuses
on the introduction of the CIP system only
aimed to remedy descriptive defects notified as
reasons for refusal of the parent application.

(1) Period when the CIP system is available

If the introduction of the CIP system is
only aimed to remedy descriptive defects noti-
fied as reasons for refusal of the parent applica-
tion, the CIP system should be available only
during the period when a written opinion may be
submitted against a notification of reasons for
refusal of the parent application. Another possi-
ble measure would be to allow the filing of a
CIP application only in the case where the parent
application is refused for the reason of descrip-
tive defects.

Needless to say, in such case, the pat-
entability of any new matter added by a CIP ap-
plication should be determined as of the filing
date of the CIP application.
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(2) Consistency with the publication system

Even where the CIP system is introduced
only with the aim of remedying descriptive de-
fects, the system would not be able to function
adequately if a CIP application were refused due
to the published parent application as a cited
document in the notification of reasons for re-
fusal. Consequently, measures should be taken
to avoid this situation, such as excluding the par-
ent application from the scope of cited docu-
ments.

(3) Comparison with the domestic priority
claim system

Under the existing system, a patent appli-
cation claiming domestic priority may not be
filed based on a divisional application or con-
verted application (Section 41(1) of the Patent
Law). However, if the CIP system is to be intro-
duced for the purpose of remedying descriptive
defects, it would be necessary to allow a CIP
application to be filed based on a divisional or
converted application as a parent application.

In such case, it would not be necessary to
leave the parent application pending at the patent
office after the filing of a CIP application. Con-
sequently, it would be appropriate to design a
CIP system under which the parent application
shall be automatically deemed to have been
withdrawn upon the filing of a CIP system, as
under the domestic priority claim system.

(4) Effect

A CIP system arranged as mentioned
above will be able to minimize disadvantages
that might be suffered by third parties upon its
introduction. On the other hand, as a CIP system
designed in this manner will be available only in
extremely limited cases, the meaning of its intro-
duction might be questioned in terms of its ef-
fectiveness.

6. Conclusion

This report clarified problems that might
occur upon the introduction of the CIP system to
Japan, and suggested two possible Japanese ver-
sions of the CIP system, one for giving the maxi-
mum protection to applicants, and the other for
giving the minimum protection to applicants.
Should the CIP system actually be introduced to
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Japan, it would be designed as an intermediary
between these two suggested versions, taking
equilibrium between the applicant and third par-
ties into consideration.

We hope that this report will contribute to
legal reforms aimed to establish Japan as an in-
tellectual property-based nation, and stimulate
the discussion on the introduction of a Japanese
version of the CIP system.
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