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(Abstract) 
As the Internet and other telecommunication media are becoming widely used in recent years, 

various technical materials which have conventionally been provided mainly in the form of printed 
media are now being provided in the form of electronic data. In line with those changes, prior arts and 
prior use are now recognized on a worldwide basis, technical materials disclosed on the Internet are 
treated in the way as same as printed publications, and examination manual are provided and actually 
implemented under Patent Law which became effective on January 1, 2000. This article focuses on 
how the system is implemented and what response and measures are taken by business undertakings. 

 
 
 

                                            
* “CHIZAI KANRI” (Intellectual Property Management) Vol.52, No.12, pp.1789-1802 (2002) 

Contents 
 
1. Introduction 
2. Patent System Relating to Use of Internet 

Material 
2.1 Outlines of Amended Patent Law 
2.2 Examination at Patent Office 
2.3 Situations in Other Countries 

3. Study on Construction and Implementation of 
Patent Law System 
3.1 Conventional Studies 
3.2 Latest Studies 

4. Problems, Considerations and Response of 
Businesses 

5. Considerations on Future Use by Businesses 
6. Conclusion 
Appendix: List of Technical Materials 

Disclosure/ Proof Services 
 
 
 
 

1. Introduction 
 
As the Internet and other telecommunica-

tion media are becoming widely used in recent 
years, various technical materials which have 
conventionally been provided mainly in the form 
of printed media are now being provided in the 
form of electronic data. As a result information 
is published and becomes available more 
promptly and easily, removing national borders 
and accelerating globalization. In respect of pat-
ent-related practice, electronic media and data 
become rapidly in use in, for instance, electronic 
application system for patent applications, elec-
tronic patent publications and electronic library 
system published on the website of Japan Patent 
Office. 

In line with those changes, prior arts and 
prior use are now recognized on a worldwide 
basis, and technical materials disclosed on the 
Internet are treated in the way as same as publi-
cations, under Patent Law which became effec-
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tive on January 1, 2000. “Treatment of Material 
on Internet as Prior Art” has also been imple-
mented as implementing policy and examination 
manual. The implementing policy was discussed 
in the article titled “Ideal Patent System in the 
Internet Era” in August 2000 (No.8, Vol. 50, 
Chizai-kanri (Intellectual Property Management) 
(2000))(hereinafter referred to as “1999 Report”) 
while this article is focused on how the system 
introduced in January 1, 2000 has been imple-
mented and what response and measures are 
taken by businesses to cope with the new system. 
 
 
2. Patent System Relating to Use of 

Internet Material 
 

2.1 Outlines of Amended Patent Law 
 
(1) Important modification to the patent 

system has been made (effective since January 1, 
2000) in relation to the use of Internet material, 
which is amendment of Articles 29 and 30 of 
Patent Law relating to novelty and inventiveness, 
which is very important to the patent practice. 
Also important is that the amendment resulted in 
world-wide recognition of prior art and prior use 
according to items 1 and 2, paragraph 1 of Arti-
cle 29 and equivalent treatment of information 
obtained from the Internet and other online re-
sources to printed publications according to item 
3 of the same Article. 

Conventionally prior art and prior use 
other than printed publications became subject 
to examination only when it had been published 
or used in Japan, and patent was granted even 
though a relevant invention had been published 
or used in a foreign country. Amended law, how-
ever, recognizes prior art and prior use in a for-
eign country. 

As various information becomes available 
through telecommunication media including the 
Internet and e-mails, it is no more appropriate to 
only recognize prior art and prior use in Japan. 
Amendment to item 3 also caused technical in-
formation drawn from the Internet to be recog-
nized in the same way as printed publications. 

 
(2) Article 30 of the Patent Law (Article 

184-14) was also amended for the same reasons, 
as a result of which exceptional treatment to loss 
of novelty may be applicable based on electronic 

data disclosed on the Internet. That is to say, an 
invention may not lose its novelty even if it be-
came publicly available through telecommuni-
cation media including the Internet responding 
to amended item 3, paragraph 1 of Article 29.  

 
2.2 Examination at Patent Office 

 
As a result of law amendment as outlined 

above, “Implementing Policy on How to Recog-
nize Information on the Internet as Prior Art” 
and “Implementing Policy on How to Recognize 
Exception to Loss of Novelty of an Invention” 
were published on the web site of the Patent 
Office on December 10, 1999, while “Treatment 
of Information on Internet as Prior Arts” was 
provided in Section 5, Part II “Patentability” of 
Examination Manual for Patent and Utility 
Model Applications as published in December 
2000. According to the Manual, materials drawn 
from the Internet may be deemed as prior arts in 
the examination at the Patent Office based on the 
following principles: 

 
(1)  “Effective Date” 

The manual would apply to new and 
pending patent applications on and after January 
1, 2000. 

 
(2)  “Definitions of Terms” 

Terms “online,” “public,” “publicly avail-
able” and “Internet” are defined. The term 
“publicly available” is especially described as 
follows: 

That “publicly available” means that a 
certain thing is ‘laid open to inspection by un-
specified number of persons’. It does not require 
the fact of actual access. To be more specific, it 
is clearly stated that information on the Internet 
will be deemed as publicly available if the web 
site is generally accessible through link function, 
registration to any search engine or publication 
of the address (URL) on public communication 
media (such as popular newspapers and maga-
zines)’. 

It means that any information published 
on the Internet will be deemed as publicly 
known if it has been laid to the accessible status, 
without any proof of actual knowledge of inven-
tion as is the case with the printed publications. 
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(3) “1. Information Which Became Publicly 
Available through Telecommunication 
Lines and Which May be Cited as Prior 
Art“ 

According to the manual, information 
published on the Internet that is to say “technical 
information obtained through telecommunica-
tion lines (hereinafter referred to as “Electronic 
Technical Information”) must have been as such 
and available to the public prior to the time the 
relevant application was filed if it is to be cited 
as prior art and treated in the same way as 
printed publications.” In terms of date of publi-
cation,  it is clearly provided that “whether or 
not cited Electronic Technical Information be-
came publicly available prior to the filing date of 
relevant application shall be decided based on 
the date of publication marked on the Electronic 
Technical Information,” and that “Electronic 
Technical Information with no marking of date 
of publication may not be cited in principle.” In 
relation to the foregoing, “publication date of 
cited Electronic Technical Information and issue 
of its modification” are also discussed and re-
sponse thereto is stipulated because information 
on the Internet is easily modified in its nature. It 
is clearly provided, for instance, that if there is 
any doubt in relation to the publication date, 
“information on a web site may not be cited.” 

The manual lists web sites with less doubt, 
such as “web sites of publishing companies”, 
“websites of academic institutions,” “web sites 
of international organizations” and “web sites of 
official institutions” while stating repeatedly that 
“material without marking of publication date 
may not be cited in principle.” 

In addition, if the examiner finds the pub-
lication date of a cited Electronic Technical In-
formation is doubtful, he/she may “employ the 
reference if the doubt is wiped out” after “inves-
tigating the doubt by asking to the contact per-
son indicated on the web site if any modification 
has been made.” 

 
(4) “2. Means of Citation” 

An examiner is clearly directed to “cite a 
reference giving priority on the printed publica-
tions to Electronic Technical Information if both 
of them are qualified for citation,” and “add 
Electronic Technical Information cited in the 
notice of reasons for rejection to the patent ref-
erence database” as information on the Internet 

can be modified and/or deleted in its nature. 
In addition, a reference must be cited with 

“description of bibliographic data as known in 
respect of the Electronic Technical Information 
in accordance with WIPO standards ST. 14. (See 
examination manual for details)” 

On the part of a party providing informa-
tion, Electronic Technical Information obtained 
from the Internet may be submitted in the way as 
is the case with printed publications to the extent 
“in the form of hard copy of the Electronic 
Technical Information obtained from the Inter-
net” which “contains subject information, publi-
cation date of the information, URL from which 
the information was obtained and contact infor-
mation in relation to the information.” 

 
(5) “4. Applicant’s Rebuttal” 

Rebuttal may be accepted in accordance 
with the following conditions 1) through 3): 

1) Applicant’s rebuttal for the published 
dates and contents of the information will 
not be accepted for lack of grounds if it is 
not supported by evidence and it is a mere 
argument that the cited reference was ob-
tained from the Internet; 

2) If applicants’ rebuttal raises a doubt that 
Electronic Technical Information as pub-
lished prior to the filing date might not 
have been different from the one cited by 
the examiner, or that cited Electronic 
Technical Information might not have 
been publicly available prior to the filing 
date, the examiner will be required to 
communicate with a responsible or 
authorized person to confirm the publica-
tion and maintenance and request issuance 
of certification with respect to the publi-
cation date and contents of information. 

3) If the examiner comes to have an impres-
sion as a result of examination of appli-
cant’s rebuttal that it is not clear if the 
cited Electronic Technical Information 
had been published as such prior to the 
filing date, such Electronic Technical In-
formation shall not be cited as a prior art. 
 

2.3 Situations in Other Countries 
 

(1) How Electronic Material on Internet is 
Treated in U.S. in respect of Novelty 

Under the U.S. Patent Law, 35 USC 102 
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provides treatment of printed publication as 
prior art while there is no provision equivalent to 
Article 29 of Japanese Patent Law in relation to 
publication through Internet. 

On June 21, 1999, U.S. Trademark Office 
issued “Internal Usage Policy” as guidelines for 
employees at U.S. Trademark Office (64 FR 118, 
pp.33056- 33066 (1999)) (hereinafter referred to 
as “Internet Usage Policy”). 

The Internet Usage Policy stipulates in 
detail, for instance, considerations on conducting 
prior art search using the Internet during the 
examination procedures of patent applications 
and how to indicate electronic information ob-
tained from the Internet, CD-ROM and disc as 
cited reference. 

That means that U.S. Patent and Trade-
mark Office also uses electronic data obtained 
from the Internet in its prior art search and as 
cited reference in the same way as printed publi-
cations in accordance with the Internet Usage 
Policy. And a third party other than U.S. Patent 
and Trademark Office seems to be able to treat 
electronic data from the Internet with respect to 
patent applications in the same way though there 
is no clear law provision. 

 
(2) How Electronic Material on Internet is 

Treated in South Korea in respect of Nov-
elty 

In South Korea, item 2, paragraph 1, Arti-
cle 29 of Patent Law in relation to loss of nov-
elty and paragraph 1, Article 30 of Patent Law in 
relation to exception to loss of novelty were 
amended and become effective for Korean ap-
plications on and after July 1, 2001. 

The amended law recognizes information 
published through the Internet as printed publi-
cations by adding invention which became 
available to the public through telecommunica-
tion lines to inventions deemed to have lost their 
novelty due to disclosure on the printed publica-
tions distributed in and outside Korea. 

In addition, while only an invention com-
pletely identical to the published invention be-
came subject to exception to loss of novelty un-
der old law, improvements are now subject to 
the exception. And information published 
through telecommunication lines is now subject 
to exception to loss of novelty.  
 
 

3. Study on Construction and Im-
plementation of Patent Law Sys-
tem 

 
3.1  Conventional Studies 

 
In the report of 1999, item 3, paragraph 1. 

Article 29 and Article 30 of amended law as well 
as Implementing Policy of December 10, 1999 
(current examination manual) were discussed, 
and several problems were indicated including 
the followings: 

 
(1) Period for Inspection 

While the Implementing Policy provides 
that “information which has not been published 
for an enough time period for the public to view 
the information (such as information published 
on the Internet for a short period of time)” may 
not be deemed as publicly available information, 
the definition of “short period of time” is not 
clear. 

 
(2) Time Difference 

While the Implementing Policy provides 
that “publication date shall be decided upon 
converting the time of a country or an area 
where certain information on the Internet was 
first published on the web site to the Japanese 
standard time,” it is not clear whether the publi-
cation date is decided based on the Japanese 
time or not if information is published by a 
Japanese corporation through a server located in 
a foreign country using the Japanese time. 

 
(3) Special Network 

While the Implementing Policy provides 
that “even if a certain password is required or a 
certain fee is charged to access the web site, 
information on the Internet may be deemed as 
publicly available information if it is obtained 
through the Internet, and if the public can find 
the existence and site of the information, and if 
unspecified number of people can access the 
site,” it is not clear how certain information is 
treated if a user must pay an unreasonable 
amount of money to access the web site where 
the information is located. 

 
(4) Sound/ Movie/ Download Files 

While the Implementing Policy does not 
particularly refer to materials other than still 
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images as information available from a web site, 
web sites often contain sound and movies. In 
addition, there are materials not displayed on the 
screen of terminal computer which become 
available only by means of downloading them to 
the memory media such as hard discs (download 
files). The treatment of such materials is not 
clear. 

 
3.2  Latest Studies 

 
For the current study, we focus on the 

following issues from the practical standpoint of 
using information on the Internet. 

 
(1) Actual Publication Date 

While the Implementing Policy provides 
that “whether or not the information became 
publicly available prior to the filing date decided 
based on publication date marked on the Elec-
tronic Technical Information,” the date and time 
on which certain information becomes available 
should be decided upon close examination of the 
publication date (time) marked on the informa-
tion itself. 

As a result of our study on actualities of 
various technical information published on the 
Internet, two problems were identified: that there 
is difference between the publication date 
marked on the information itself (hereinafter 
referred to as “Marked Date”) and the date on 
which the information was actually uploaded to 
the database (hereinafter referred to as “Actual 
Publication Date”); and that information on the 
Internet is not retained for a long period of time. 

We found that both problems are seen in 
various web sites irrespective of the generally-
claimed reliability. 

1) Difference between Marked Date and 
Actual Publication Date 
We found actual cases where Marked 

Date and Actual Publication Date are not identi-
cal, for instance, 

- Actual Publication Date was a few days 
after Marked Date which is the date of is-
sue of the press release; 

- Actual Publication Date of the paper as 
the Internet information on the web of an 
academic organization was one day prior 
to the Marked Date which is the date on 
which the subject paper was published in 
the academic convention. 

As a result of investigation on such exam-
ples, we found that such difference had not been 
made on purpose. And we believe that the fol-
lowing background contributes to the difference: 

Recent development of the Internet has 
enabled information to be transmitted very eas-
ily compared to printed publications. Major 
features of the Internet, that is, instant transmis-
sion of information and easy modification, are 
most effectively used when the party transmit-
ting the information sends out new information 
whenever necessary. 

Accordingly, while Actual Publication 
Date of information on the Internet means very 
important to a person engaged in intellectual 
property matters as it consists of one of the most 
important aspects of patentability together with 
novelty and inventiveness, a person who weighs 
much on the instant and modifiable nature of 
information on the Internet cannot find much 
importance in publishing the information on the 
same day and time as Marked Date, resulting in 
rough management in this respect. 

2) Measures under Current Examination 
Manual 
As we discussed above, few general web 

sites pay much attention in making each piece of 
materials bear the date of publication taking into 
account the date on which the materials will 
become publicly available on the web site. The 
Examination Manual does not clearly provide 
how the difference of Marked Date and Publica-
tion Date, if any, should be treated. 

The Examination Manual provides that 
“Electronic Technical Information without 
marking of publication date may not be cited in 
principle,” and that even a web site with very 
few doubt “may not be cited in principle if it 
does not contain a marking of publication date; 
provided such a web site may be cited if a cer-
tificate is provided by the person in charge or 
responsible for the publication and maintenance 
of the information with respect to the date of 
publication to the web site and its contents,” 
which may suggest that any material from gen-
eral web sites without Marked Date and any 
material of which Marked Date and Actual Pub-
lication Date are not identical should be subject 
to establishment as “publicly known invention” 
pursuant to item 1, paragraph 1, Article 29 of 
Patent Law. 

However, it seems preferable that a 
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certificate should be obtained from the person in 
charge or responsible for the publication and 
maintenance of subject information with respect 
to the date of publication to the web site and its 
contents even in the case of a material from a 
web site containing Marked Date, to eliminate 
any possibility of doubt in the future. 

3) Preservation of Internet Materials 
The second issue is relating to the nature 

of the Internet that the old materials are not 
stored or preserved for a long period of time. 

In fact, the party transmitting information 
weighs much on the instant and easily modifi-
able nature of transmission, as described above, 
and does not pay much attention to preservation 
of old materials (contents, date of transmission, 
etc.) because preservation of old information, 
especially Actual Publication Date and contents 
of information, is often beyond the interest of 
the party transmitting information who gives 
priority in transmission of latest information 
whenever necessary. Thus both business under-
takings and academic associations are engaged 
in such a basic management unless there is spe-
cial intention such as accumulating transmitted 
materials to make a database. 

It is true, on the other hand, that there are 
some companies which commercially store and 
warrant the data, which will be discussed later in 
this paper. 
 
(2) Web Sites with Very Few Doubt 

The Examination Manual lists as web 
sites with less doubt, web sites of publishing 
companies engaged in the publication of printed 
documents for a long period of time, websites of 
academic institutions, web sites of international 
organizations and web sites of official institu-
tions though it is not clear if there is any specific 
criteria to decide certain information located on 
those web sites are reliable, and if any, what the 
criteria is. In addition, any doubt seems to be 
eliminated “upon provision of a certificate by 
the person in charge and responsible for the 
publication and maintenance of subject informa-
tion with respect to the date of publication to the 
web site and its contents” though it is not clear if 
such construction is correct. More specific pol-
icy will be required at an early stage for a com-
pany to improve its own web site as well as use 
sites providing various services in response to 
the system. 

In addition, the following problems seem 
to exist in practice: 

The Examination Manual is based on the 
recognition that 1) there is very few doubt that 
certain information was published as such 2) at 
the time of marked publication date, in respect 
of web sites of publishing companies and others. 
In fact, there seems less possibility of causing 
trouble to recognize that 1) certain information 
was published as such, because publishing com-
panies are not believed to modify the contents 
for the purpose of evading application of Arti-
cles 29 and 30 of Patent Law or misappropriat-
ing the law. 

However, 2) marked publication date may 
cause trouble even with respect to the web sites 
of publishing companies because of the possible 
difference between Marked Date and Actual 
Publishing Date as discussed above.  

Academic associations are partly the place 
for the industry and academic world to commu-
nicate with each other. As many TLOs (Tech-
nology Licensing Organization) are being estab-
lished in recent years, results of studies con-
ducted by “academic world” have actively been 
established as rights. Naturally, many research-
ers at business undertakings participate in the 
academic associations to represent “the indus-
try.” Under the circumstances, it is possible to 
call for “the academic associations to commit 
themselves to the issues relating to Patent Law 
to protect the interest of their members” from 
the standpoint of a member. To be specific, 
method of managing web sites in which Marked 
Date and Actual Publication Date (if not the time 
of the day) of materials are identical should be 
considered. 

 
(3) Patent Reference Database 

The Examination Manual provides that 
“Electronic Technical Information cited in the 
notice of reasons for rejection is added to the 
patent reference database.” If the technical data 
accumulated to the database becomes widely 
available to the public to be used by third parties, 
existence of the technical data including the 
publication date may be easily recognized and 
established. 

However, publication of this database is 
difficult partly because of the copyright prob-
lems. In this respect, we wonder if it is possible 
that the Patent Office and academic associations 

 
Copyright (C)2003 Japan Intellectual Property Association All Rights Reserved.



Journal of JIPA, Vol. 3 No.1, May 2003 7 

cooperate with each other and agree, for instance, 
not to enforce copyright with respect to materi-
als located on the websites of academic associa-
tions and contained in the patent reference data-
base of the Patent Office even if all of the pre-
served reference data can not published. 

 
(4) Submission of Information 

The Examination Manual provides that 
“Electronic Technical Information obtained from 
the Internet may be submitted in the form of 
hard copy together with the subject information, 
publication date of the information, URL from 
which the information was obtained and contact 
information in relation to the information. In 
such cases, it is preferable that a certificate is-
sued by the person in charge or responsible for 
the publication and maintenance of subject in-
formation is accompanied with respect to the 
date of publication to the web site and its con-
tents.” However, it is not clear whether provi-
sion of hard copy satisfies or another certificate 
is required in the case where updated materials 
from the Internet are used based on the updated 
date. There is no clear provision on the appro-
priate form of the certificate. Actual and specific 
cases are expected to be piled up on those issues. 
Whether a person engaged in management of 
subject web site and requested to issue a certifi-
cate in or after using the materials located on the 
site can properly issue a desirable certificate 
establishing the publication date and contents is 
also questionable. 

 

 
 
4. Problems, Considerations and 

Response of Businesses 
 
Companies may be in different positions 

in using Internet materials from web sites for 
intellectual property-related activities: the posi-
tion of using Internet materials as prior art 
documents during patent examination; the posi-
tion of receiving Internet materials as prior art 
documents from the Patent Office and/or third 
party; and the position of using the Internet to 
disclose its own technology to make it a prior art. 
We sent questionnaires to 59 companies be-
longing to the Patent First Committee to find the 
actualities and problems in relation to the use of 
Internet materials. The results are outlined as 
follows: 

(1) Q1: Management of Own Web Site 
The Examination Manual provides that 

publication date and contact information must be 
submitted for a website to be cited as reference, 
and that it is preferable to obtain a certificate 
from the person in charge of management of the 
web site. 

1) Q1-1: Have you felt that, after amendment 
of Patent Law, certain measures need to 
be taken to the management rules for the 
web site of your company? 
About a half, or 29 out of 59 companies 

responded that they have felt necessity of re-
viewing management rules for their web sites 
after the law amendment (Figure 1). 
 
 
 
 
 
 
 
 
 
 
 
 
 
 

Figure 1 Necessity of Reviewing Website 
Management Rules 

 
2) Q1-2: Have you actually taken measures 

to make technical data located on your 
website to be recognized as prior art? 
Only 3 out of 59 companies actually took 

measures on their website (Figure 2). 
 

 
 
 
 
 
 
 
 
 
 
 
 
 

Figure 2 Actual Measures to Make Website 
Materials Prior Art 

Taken  

Not Necessary 
(30 companies)

Necessary 
(29 companies) 

(3 companies) 

Not Taken  
(56 companies) 
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The actual measures include establish-
ment of rules for designing the website (marking 
of publication date and contact information) and 
for regularly making backups for the website 
and its storage period. 

 
3) Q1-3: To 56 companies having not taken 

measures, why haven’t you taken any 
measures? (Mark all that apply) 
Many of the companies having not taken 

measures responded, among others, that (B) it is 
questionable if Internet materials can be as ef-
fective prior arts as printed publications; (D) 
measures will be taken when the system of 
Internet prior art system becomes clear; and (C) 
it is troublesome to introduce management sys-
tem and appoint manager for publication date of 
web sites (Figure 3). 
 
 
 
 
 
 
 
 
 
 
 

A: How the prior art system is managed and imple-
mented is not clear. 

B: The effect of internet prior art system is question-
able. 

C: Introduction of website manager is troublesome. 
D: Measures will be taken when the Internet prior art 

system becomes clear. 
E: Not many companies have been taken measures. 
F: Others 

 
Figure 3 Reasons for Not Taking Measures to 

Internet Prior Art System 
 
 

4) Q1-4: Do you use the following services 
if they actually exist? (Mark all that ap-
ply) 
 
(A) Website-based technical information 

publication service (proving the publication date, 
et al), (B) electronic certification service elec-
tronically proving the publication date and con-
tents on the web site, and (C) service providing 
website information which can be used in the 
Internet prior art system. (Figure 4) 
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A: Website-based technical information publication 

service; 
B: Electronic certification service proving publication 

to website; 
C:  Website-based information provision service 

 
Figure 4  Services Expected to Use 

 
 

5)  Observation of Q1 
The survey shows that companies are not 

very eager to take measures in response to the 
law amendment establishing the Internet prior 
art system, which may be because of the fol-
lowing reasons: 

N
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Internet material needs to be treated care-
fully in contrast to the purpose of use of Internet 
as easy and friendly tool, maybe in the similar 
way as databases keeping the accuracy of the 
publication date, storing the history of improve-
ments and making regular backups to maintain 
the nature of priority. It is questionable, however, 
if appropriate effect may be obtained as a result 
of investment. Some argue that the conventional 
system under which printed publications are 
used as prior arts has no short. However, as seen 
in Q1-4, more than a half companies want to use 
various services to secure the priority nature of 
Internet. 

 
(2) Q2: Experience of Internet Material Cited 

during Patent Examination 
According to Examination Manual, the 

internet prior system has been implemented on 
and after January 1, 2000, based on which we 
surveyed experience of Internet material being 
cited during patent examination. 

1) Q2-1: Have you ever received during the 
examination procedures a notice of rea-
sons for rejection citing a website? 
All companies surveyed (59 companies) 

answered “No” to the question while some of 
them indicated their opinion on the citation of a 
website as well as on what they expect the Pat-
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ent Office should pay attention. 
- Material viewed by the examiner may be 

modified or deleted when the applicant 
accesses the website. Clear implementing 
rules should be provided covering such a 
case; 

- Hard copy should be attached to the rea-
sons for rejection if a website is cited in it; 

- A website cited should be limited to reli-
able websites, for example DB of official 
institution and to those for which the Pat-
ent Office can prove the publication date. 

- Certification of publication date and 
grounds for recognition should be clearly 
stated; 

- Establishment of official institution pro-
viding proof service should be considered 
in relation to certification of publication 
date and contents of a website. 

2)  Observation of Q2 
Responses to Q2-1 seem to reflect the 

small number of applications that have actually 
been examined under the new system during the 
2 years from law amendment until the survey. In 
addition, the Patent Office itself does not con-
duct prior art searches actively using Internet 
materials. 

According to the responses to question-
naire, concerns of companies concentrated on 
the nature of electronic data on the websites that 
they are easily modified and deleted. “2. Means 
of Citation” in Section 5, Part II of Examination 
Manual directs examiners to “add Electronic 
Technical Information cited in the notice of rea-
sons for rejection to the patent reference data-
base” as well as “print out materials such as 
cited website and record on the printout the date 
of access to the website, name of examiner who 
accessed the site, application No. to which the 
materials are cited, and URL of the website from 
which the materials are obtained, after which 
they are treated in the same way as transforma-
tion of cited non-patent reference to electronic 
form.” It is desirable that hard copy of cited 
websites, if any, is accompanied with the notice 
of reasons for rejection. 

 
(3)  Q3: Experience of Internet Material Cited 

during Objection Procedure 
As Internet materials become as effective 

as printed publications, registered patent may 
now be invalidated (through submission of ref-

erences, lodging of opposition and appeal board 
procedure for invalidation) based on Internet 
materials. Here we focused on how companies 
use Internet materials to file an opposition. 

1)  Q3-1: Have you ever searched the Internet 
to find prior arts to be filed as evidence 
for an opposition? 
Some 20% of the companies surveyed, 

mainly in the electronic and chemical industries, 
responded “yes” to the question. They mainly 
search websites of academic associations, gov-
ernmental institutions and universities as well as 
competitors, in some cases. 

2)  Q3-2: Did you actually use the Internet 
search results as evidence supporting your 
opposition? 
While most companies surveyed re-

sponded “no” to this question, only one com-
pany responded “yes.” Some companies used the 
results as supplementary materials. 

3)  Q3-3: Why didn’t you use Internet mate-
rials for evidence? Why didn’t you con-
duct Internet search for that purpose? 
Most companies surveyed answered that 

printed publications had satisfied and/or that the 
publication date had not been clear while some 
stated that they could not find necessary materi-
als through Internet search. 

4)  Q3-4: What conditions do you think need 
to be prepared to promote effective use of 
Internet materials? 
Many suggested establishment of a sys-

tem under which the Patent Office grants 
authorization to appropriate websites or estab-
lishment of a special website of public institu-
tions for reference search. In respect of proce-
dures, many indicated that certificate would not 
be necessary and that means of identifying pub-
lication date should be simplified. 

5)  Observation of Q3 
Most oppositions are currently accompa-

nied by printed publications as supporting evi-
dence, which reflects the survey result that com-
panies believe that Internet materials have the 
following problems: 

- Publication date: Marked publication date 
is not reliable while even some websites 
do not have marking of publication date; 

- Quality of materials: There are not mate-
rials qualified as evidence; 

- Volume of materials: There are too much 
material on the whole Internet, preventing 
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to find a specific, appropriate materials. 
On the contrary, appropriate materials 
cannot be found if searching with too 
small search terms. 

- Search engine: There is no software pro-
gram by which relevant information may 
be extracted. 

 
(4) Q4: Experience of Using Internet Materials 

for Application of Article 30. 
We surveyed how Article 30 is actually 

implemented with respected to Internet Materi-
als. 

1)  Q4-1: Have you requested application of 
Article 30 for invention published on the 
Internet? 
2 out of 59 companies have requested ap-

plication of Article 30 based on Internet materi-
als (Figure 5). 
 
 
 
 
 
 
 
 
 
 
 
 
 
 
Figure 5 Request for Application of Article 30 for 

Invention Published on the Internet 
 
Both application cases were such that 

academic paper prepared for academic conven-
tion or academic journals in foreign countries 
(Europe) was located on the websites of the host 
academic associations prior to the publication in 
printed matter, based on which Article 30 was 
applied. 

2)  Q4-2: What do you think makes applica-
tion of Article 30 easy? 
Many companies surveyed indicated that 

measures to reduce possibility of doubt such as 
clarifying the date and content of publication 
will make application of Article 30 easy includ-
ing (A) attachment of hard copy and (D) attach-
ment of certificate (Figure 6). 
 
 

 
 
 
 (13 companies) 
 
 (32 companies) 
 
 (18 companies)
 
 

(4 companies) (10 companies) 
 
 

A:  Attachment of hard copy 
B: Easing and clarifying requirements for proving 

publication date 
C: Exclusion of requirement for indicating publisher’s 

name 
D: Attachment of certificate issued by person in 

charge of web publication 
E:  Others 

 
Figure 6 Requirements for Easy Application of 

Article 30 
 Yes  

(2 companies) 
 
 
 
 

     No  
(57 companies) 

 
 
3)  Observation of Q4 

Only a few cases were reported partly be-
cause only 2 years have passed since enactment 
of amended law and because many companies 
do not actively use Article 30 itself as it provides 
exceptions. However, as responses to Q4-1 show, 
there actually are some cases under which the 
first publication was made on the Internet and 
similar cases may increase in the future, in 
which case measures are required to be taken to 
avoid any doubt in relation to the publication 
date and contents thereof. 

 
(5) Q5: Use of Internet for Publishing Own 

Technology 
We surveyed if companies use Internet 

materials in place of printed publications such as 
Kokai Gihou (Technology Journal) to publish 
technology and invention developed independ-
ently.  

1)  Q5-1: Do you use Internet website to 
publish your own technology? 
No company surveyed was using its web-

site to publish its own technology. 
2)  Q5-2: Why don’t you use Internet website 

to publish your technology. (Mark all that 
apply)? 
It was found that many companies are (A) 

doubtful about the effectiveness as proof and 
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feeling that (C) proving process is troublesome 
(Figure 7). 

 
 

 
 
 
 
 
 
 
 
 

A: Effectiveness as proof is questionable. 
B:  Printed publications such as Kokai Gihou are 

enough. 
C:  Troublesome (Preservation and Proof of records) 
D.  We have no interest in this issue (though law 

amendment is recognized). 
E:  Others 

 
Figure 7 Reasons for Not Using Internet to 

Publish Own Technology 
 

Other responses include “corporational 
internal system has not been established;” “web-
site will be actively used when appropriate cir-
cumstances are given,” and “website will be 
used if there is a third party organization.” 

3)  Q5-3: Do you have any opinion to the 
Patent Office in using website for publi-
cation purposes? 
65% of the companies surveyed, or 38 

companies responded to this question that “pub-
lic institution should be established to provide 
web publication services at a less expensive 
fee,” while 40% or 25 companies responded that 
“specific websites with less doubt need to be 
listed.” 

4) Observation of Q5 
Many companies seem to doubt the publi-

cation date and consistence of the website under 
the current circumstances, and conclude that 
establishment of internal system to eliminate 
such doubt is too costly in light of the effect, 
while they are not totally unwilling to use the 
system as some responded that they may ac-
tively use the system if there exists effective 
public institution or a third party organization 
which provides less expensive services. 
 
 
5. Considerations on Future Use 

by Businesses 
 
Our latest survey seems to imply the cur-

rent situation of companies at a time relatively 
shortly after law amendment as follows: while 
companies recognize the fact that telecommuni-
cation tools including the Internet have made 
provision and collection of information easy, the 
circumstances are not fully appropriate for prac-
titioners to actively use such tools. There are 
several issues to be overcome on the part of le-
gal system and procedures as well as corporate 
commitment, commitment of academic associa-
tions and others which provide Internet materials. N

um
be

r o
f C

om
pa

ni
es

 

Management system should be established 
for both DBs focused on the transmission speed 
of information and DBs focused on storing vari-
ous information, taking into account their differ-
ence. While websites and DBs as the Internet 
materials focused on the transmission speed 
have conventionally been found, the storage-
type websites and DBs are expected to increase 
in light of securing easiness of search, saving 
energy, and saving limited space. Until then, the 
system should be established under which publi-
cation date (date of entering into the public do-
main) may be identified and identity with the 
original text (denial of alteration) may be estab-
lished as effectively as printed publications. 

Various websites and DBs focused on 
storage are actually launched or planned as listed 
in “List of Disclosure/ Proof Services” attached 
hereto. 
 
 
6.  Conclusion 

 
This article is based on our study and sur-

vey on the response of Patent Office and busi-
ness undertakings to the amended Patent Law 
which became effective in 2000 and treats tech-
nical materials disclosed on the Internet in the 
same way as printed publications. The new sys-
tem has not actively been used partly because 
only a short time has passed since the system 
became effective, though it seems inevitable that 
patent practitioners actively use telecommunica-
tion tools including the Internet as they are ex-
pected to develop more and more in the future.  

While practical means of implementation 
and procedures will be established as the experi-
ences are piled up, companies themselves are 
also required to actively commit themselves in 
the effective use of the system. 
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