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(Abstract) 
Last year within Japan, there were new attempts aimed at resolving intellectual property (IP)-

related disputes out of court, using an alternative dispute resolution system (ADR). One such effort 
was the newly established Group concerned with IP disputes within the Division 22 (the Mediation 
Division) of the Tokyo District Court; yet another was the Industrial Property Arbitration Center set 
up by the Japan Federation of Bar Associations (JFBA) and the Japan Patent Attorneys Association 
(JPAA). In light of these movements, this paper will introduce these two domestic Japanese organiza-
tions via their actual results thus far, provide a brief explanation of the ADR systems in Europe and 
the United States, and finally, to sum up, will present some considerations regarding the use of ADR 
from the perspective of a Japanese company which is hypothesized to have actually become involved 
in an intellectual property infringement case in Europe, the United States, and/or Japan. 
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1. Introduction 
 
A system for handling and resolving dis-

putes out of court is called alternative dispute 
resolution or ADR. There are two main repre-
sentative of ADR; arbitration and mediation.1)  

When compared with an in-court dispute resolu-
tion, it is commonly said that the merits of ADR 
include, among other things, 1) a shortening of 
the time required for dispute resolution, 2) an 
ability to make minute adjustments to resolution 
details, 3) the ability to keep resolution details 
confidential, 4) the ability to reach a comprehen-
sive solution regarding the dispute, and 5) the 
ability to reach resolution details which enable 
the losing party to “save face.”  In regards to 
disputes relating to intellectual property (IP) 
rights, since technical experts are also able to 
participate directly in the dispute resolution, and 
moreover, since in the final analysis, such dis-
putes are based on economics, the above-listed 
merits are particularly applicable to such IP-
related disputes, it has thus been said from the 
past that ADR is particularly suitable for these 
types of disputes. 

Here, one can divide IP-related disputes 
into two types, those involving a dispute 
between parties in a contractual relationship, and 
those involving parties not involved in such a 
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contractual relationship.2) Representative exam-
ples of the former include disputes between 
contracting parties involving contract details of 
IP-related license agreements and joint research 
agreements, while the latter type are exemplified 
by IP rights infringement cases. Usually within 
international contracts, there is a clear statement 
of an article regarding dispute handling; gener-
ally, such an article takes the form of a mutual 
agreement to seek arbitration in the case of a 
dispute. In that sense, ADR (especially arbitra-
tion) has already been provided from the past for 
parties involved in a contractual relationship, 
and there are many cases where such ADR has 
actually been used.3) Conversely, in the case of 
IP rights infringement cases, cases in the past 
where arbitration or mediation has been used are 
extremely rare. It is thought that the chief reason 
for this has been the fact that, among parties 
involved in a dispute regarding IP rights in-
fringement, from the very nature of the dispute, 
there is no formation of a mutual agreement to 
attempt to resolve the problem via arbitration or 
mediation.  Thus, even though ADR has as-
pects (as described above) which make it suit-
able for use in IP rights dispute resolution, there 
has been a tenacious, long-term continuation of 
a situation whereby courts play the main role in 
such dispute resolution.   

Last year, however, there were new 
attempts launched within Japan to provide ADR 
bodies for the resolution of IP rights infringe-
ment cases.  Such efforts included the new es-
tablishment of an IP specialist group within the 
Mediation Division of the Tokyo District Court, 
as well as the foundation of an Industrial Prop-
erty Arbitration Center by the Japan Federation 
of Bar Associations (JFBA) and the Japan Patent 
Attorneys Association (JPAA).4) This paper will 
provide an overview of these two domestic 
Japanese organizations via their actual results 
thus far, and, in addition, will also provide a 
brief explanation of the ADR systems in Europe 
and the United States, and finally, will present 
some considerations, for all users of the ADR 
system, regarding the use of ADR for IP rights 
infringement cases. 

 
 

2. New Domestic Japanese ADR 
Organizations 

 
2.1 Tokyo District Court Division 22 (Media-

tion Division), IP Specialist Mediation 
 
In April 1998, within the Division 22 

(Mediation Division) of the Tokyo District Court, 
a group was newly set up to handle, in a spe-
cialist fashion, IP disputes. Appointed as 
Mediation Committee members were attorney 
Toshiaki Makino (formerly a judge of the Tokyo 
High Court) and attorney Yuzo Yasuda; 6 patent 
attorneys were then added in October 1998.5) Up 
until the new establishment of this IP group, 
there was no suitable organization within the 
court for mediating IP disputes, and a situation 
existed whereby there was virtually no media-
tion whatsoever performed on behalf of IP rights 
disputes. The establishment within the Media-
tion Division of a group for handling, in a spe-
cialist fashion, specific types of disputes was an 
exceptional case; one can thus say that this was 
an organizational reform made with a strong 
consciousness of the pro-patent trend. Here, 
mediations are to be performed by a Mediation 
Committee comprised of a judge in charge of 
mediation and two Mediation Committee mem-
bers.  Within the IP Group, one of the two at-
torneys named above and one of the above-
stated six patent attorneys are to serve as 
Mediation Committee members, while the judge 
to be in charge of mediation is to be a judge 
from within either Division 29, Division 46, or 
Division 47 of the Tokyo District Court who has 
been assigned to mediation work. After a case is 
pending in a court, in the case where it has been 
determined, as a result of a compulsory assign-
ment to mediation or a request made by the con-
cerned parties, that it would be appropriate for 
the mediation to be performed by the court divi-
sion in charge of the case at hand, then that case 
will be assigned to court-directed mediation. (It 
should be noted here that, when a mediation 
agreement has been previously arrived at among 
the concerned parties that the Tokyo District 
Court is to be requested to perform mediation, 
then that request is currently accepted directly 
by Division 22.) In cases where a Court Division 
is to assign the case over to the Mediation Divi-
sion, there exist many cases where such is per-
formed after that Court Division has formed a 
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conviction; and, as the Mediation Committee 
undertakes its mediation work while giving all 
due respect to this conviction, there are no major 
inconsistencies between the contents of the 
Mediation Committee’s mediation and the Court 
Division’s conviction. If the concerned parties 
are dissatisfied with the mediation plan, the 
mediation fails, and the case is returned to the 
Court Division. What ADR would-be users need 
to pay particular attention to here is the fact that, 
since the mediation plan has been made while 
giving careful consideration to the Court Divi-
sion’s conviction, with the exception of those 
exceptional cases where strong new evidence 
can be submitted, even if one forces a return of 
the case to the Court Division as a result of dis-
satisfaction with the mediation results, it is not 
likely that the Court-based results will be con-
siderably different from those of the mediation 
plan. 

From April 1998, when this IP Group was 
newly formed, through to March 1999, the 
Group had handled a total of seven (7) cases. Of 
these, mediation had been successful in one (1) 
case and unsuccessful in one (1) case, while the 
other five (5) cases were still pending as of that 
date.  It is worthy of careful notice, however, 
that even in the unsuccessful case, since through 
the mediation procedures, a clarification of the 
points in dispute and preparation of evidence are 
enabled, that in itself can assist in a “speeding 
up” of the deliberations in the Court Division.  
Of the seven cases, one (1) involved an issue of 
Patent Law, while the remaining cases were 
concerned with the Trademark Law, the Design 
Law, the Unfair Competition Prevention Law, 
and the Copyright Law. Although it is impossi-
ble to know the details of these cases due to the 
confidentiality of the mediation process, one can 
note that, for the case that had already been 
resolved, it took around five (5) months for the 
mediation to be successful (as dated from the 
time when the case was assigned over to the 
Mediation Division).  Apparently, further four 
(4) cases were assigned over for mediation in the 
period from March to June 1999. Topics to be 
studied into the future are the possibility of an 
increase in the number of patent attorney com-
mittee members, and an increase in the number 
of cases to be assigned for mediation. 

From the perspective of would-be ADR 
users, it will be highly valuable to utilize this 

type of mediation by Division 22, given the fact 
that this is court-directed mediation where fair-
ness and neutrality are secured, that persons 
from the legal world with superior experience in 
IP rights-related court cases serve as Mediation 
Committee members, and that technical-special 
patent attorneys are also working towards a 
resolution as Mediation Committee members. 

 
2.2 Industrial Property Arbitration Center6)

 
The Industrial Property Arbitration Center, 

which is operated jointly by the Japan Federa-
tion of Bar Associations (JFBA) and the Japan 
Patent Attorneys Association (JPAA), was 
launched at the end of March of last year. Cases 
handled by this Center are limited to those con-
cerning industrial property rights; the Center 
handles no cases concerning copyrights. How-
ever, when this is a dispute which involves com-
plicated industrial property rights, such as when 
the object is a dispute involving simultaneously 
the Trademark Law and the Unfair Competition 
Prevention Law, the Center will accept and 
handle the case, even when the issues include 
another, non-tangible property right, etc.  Reg-
istered as candidate mediators with the Center 
are a total of 310 persons (96 attorneys, 173 
patent attorneys, and 41 scholars). 

Another characteristics of the Industrial 
Property Arbitration Center is its provision of 
procedures for transferring a case from media-
tion to arbitration. In other words, the mediation 
procedure serve as the initial procedure for dis-
pute resolution, and in the case where a resolu-
tion is possible with mediation alone, then the 
case is resolved accordingly under the mediation 
procedures; if necessary, however, a transfer 
may be made from mediation to arbitration pro-
cedures, and the dispute can be resolved ac-
cordingly. In the case where a dispute is to be 
transferred from mediation to arbitration, to pro-
vide for a more effective resolution of the case, 
the Center surmises the performance of proce-
dures such that the two or three persons who 
served as mediators will also serve, without 
change, as arbitrators. (However, at the desire of 
the concerned parties, there may also be a new 
selection of arbitrators, and a revision made ac-
cordingly.) This is an attempt to improve the 
current situation described above, one in which 
ADR has not been used within legal cases in-
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volving IP rights. Under mediation, since con-
cerned parties in a dispute have the security of 
knowing that they can withdraw from the proce-
dures at any time, and also that they can refuse 
the mediation results if they are not satisfied 
therewith, this makes it possible for involved 
parties to engage positively in discussions. If, 
instead, arbitration is to be entered in from the 
very first stage, the parties must sign an arbitra-
tion agreement, and the arbitration results are 
then binding on both parties; this forces con-
cerned parties to use this process only as a final 
resort. It is not likely that a party which has re-
ceived an infringement warning from a patentee 
will respond positively when asked to suddenly 
consent to arbitration; if instead the request is 
for mediation, there is a major possibility that 
this party will agree to such mediation as at least 
a first step towards a satisfactory resolution of 
the dispute, especially since the mediation can 
be terminated if that party is not satisfied with 
the mediation details. The Japanese industrial 
world should thus welcome the Industrial Prop-
erty Arbitration Center, in that the Center, 
through its engagements, offers a new choice as 
a means towards dispute resolution. 

In the one year period after the Center be-
came active, it accepted four (4) mediation re-
quests, two (2) of which were settled conclu-
sively.  The two cases successfully concluded 
were trademark infringement mediation cases.  
Of these trademark rights cases, as a result of 
seven (7) mediation hearings in the one case, 
and five (5) mediation hearings in the other, a 
resolution was reached in these cases in six (6) 
months and four (4) months, respectively. 

Difficulties will be involved when one 
attempts to use this Center’s mediation and/or 
arbitration procedures in a dispute with a Euro-
pean or North American company.  Historically 
in these Western nations, mediation and arbitra-
tion have been independent of each other, each 
having their own individual procedures.  A 
system where there is a continuous transfer over 
from mediation to arbitration procedures cannot 
be said to be a system that is always going to be 
easily welcomed and permitted by Western 
companies. Especially in a case where the 
mediators also serve doubly as arbitrators, criti-
cism such as the following has been heard: that 
when — despite the fact that, as a concerned 
party, one has explained the mediator positively 

items even unfavorable to him/her through dis-
cussions with the mediators, having expectations 
of successfulness of the mediation, — the 
mediation then fails and the process is to move 
into arbitration, it is unreasonable that arbitrator 
makes his/her determination, taking into account 
the unfavorable items addressed during the 
mediation process. 7), 8)

Further, a request made to the Industrial 
Property Arbitration Center cannot receive the 
merit of prescription and abatement. Thus, in 
order to enjoy such a merit of suspension of 
latches, it will likely be necessary to file a sepa-
rate case in a court of law. 

 
2.3 Additional Remarks 

 
Introduced in the above sections were thus 

two domestic Japanese organizations for ADR.  
Although it is thought that much time will espe-
cially be necessary in order to reach a final 
resolution for infringement cases concerning 
designs and trademarks which require minute 
adjustments (packaging changes, etc.), one can 
expect more effective resolutions through the 
use of the above-described two organizations. 
Especially for these types of infringement cases, 
the use of these two organizations will have a 
particularly high value. 

Further, it is thought that there are still 
many managers in Japan who desire to reach a 
solution and avoid a court case in those cases 
where their company has other business rela-
tionships with an infringing company, or when 
the infringer is in their same industry. When in 
such cases both entities involved in the dispute 
are Japanese companies, it is thought that it will 
be of particularly high value to use the Industrial 
Property Arbitration Center. 

 
 

3. ADR Systems in Europe and the 
United States 

 
An explanation was provided in Section 2 

above about two new ADR organizations within 
Japan; the premise for the initiation of proce-
dures within both of these organizations is that 
the disputes thereof occur in Japan.  In reality, 
however, IP rights infringement cases are not 
limited to those which occur just in Japan; there 
are also many cases of international disputes. As 

Copyright (C)2001 Japan Intellectual Property Association All Rights Reserved.



12 Journal of JIPA, Vol.1 No.1 2001 

some of the merits for using ADR to resolve 
international IP rights disputes, one may note the 
fact that ADR enables dispute resolutions which 
are uniform on a global scale, thereby 
eliminating the need to make separate responses 
for the individual patent court systems found in 
each different country—something which has 
been a problem hitherto.9)  That said, consider-
ing that reaching a consensus for dispute reso-
lution via ADR is hard enough among Japanese 
corporations, one can well imagine that even 
more such difficulties will arise in a dispute 
between a Japanese company and a foreign 
company. For this reason, there have been al-
most no cases where an international infringe-
ment case has been resolved using ADR.10) In 
the present Section, an overview explanation 
will be provided regarding ADR in the United 
States, Great Britain, Germany, and France. 
Within this explanation will be incorporated 
considerations regarding whether or not a 
Japanese company can consider the selection of 
ADR as a means of resolving conflicts, in the 
separate cases whereby a Japanese company is 
involved in an infringement case with either a 
U.S. company or a European company. 

 
3.1 ADR in the United States 

 
Unlike the case in the United Kingdom, 

Germany and France (to be described below), 
ADR is widely used within the United States as 
a general dispute resolution means11)； even for 
commercial cases, the American Arbitration 
Association (AAA)—the world’s largest ADR 
organization—has been developing positive and 
vigorous activities.12) Also in the U.S., a system 
called “court-annexed ADR” has been developed 
within federal district courts. Below is presented 
first a summary explanation of AAA, followed 
by an analysis of different types of court-
annexed mediation (here, “court-annexed ADR”) 

 
1) American Arbitration Association (AAA) 

AAA provides arbitration and mediation 
services via its 35 offices located throughout 
America, and handles around 60,000 cases per 
year. Last year, the AAA was changed from a 
mere arbitration organization to a comprehen-
sive ADR organization. In the AAA, a major 
emphasis is placed on out-of-court settlement 

and mediation, and the Association is also in-
volved in a broad number of other areas, such as 
the in-company training it performs regarding 
dispute prevention and resolution. With an eye 
on the resolution of international conflicts, too, 
along with its internal U.S. arbitration rules, the 
AAA has also prepared international arbitration 
rules, as well as a variety of other separate arbi-
tration rules specific for various industry types 
and dispute types. The Association has espe-
cially provided separate arbitration rules specifi-
cally for IP rights-related disputes. In this way, 
the AAA has engaged in a variety of different 
efforts to meet the individual needs of its users. 
The number of IP rights-related disputes it 
handles has grown to a very considerable 
number.13)

 
2) Court-Annexed ADR14)

In the United States, the Civil Justice 
Reform Act was enacted in 1990 under the 
common awareness that the ballooning number 
of civil suits were hindering the international 
competitiveness of the U.S. economy. Court-
annexed ADR was one of the policies introduced 
on the basis of the Civil Justice Reform Act. 
Different from ordinary ADR, which is per-
formed independent of court procedures, court-
annexed ADR is a type of ADR performed under 
the management of a court for cases which are 
pending in that court as actual legal cases. Here 
will be briefly introduced three representative 
types of such court-annexed ADR, namely 
Court-Annexed Mini-Trials, Early Neutral 
Evaluation, and Summary Jury Trials. 

 
(1) Court-Annexed Mini-Trials15)

Mini-trials are characterized by the estab-
lishment of a panel to hear the case, and the use 
of this panel within the dispute resolution 
process. The panel is comprised of a key person 
from each concerned company who has the 
authority to conclude a settlement for the dispute 
at hand, and a judge or a neutral person ([usu-
ally] a magistrate judge or a special aide) 
selected by the concerned parties. While in a 
traditional dispute, attorneys play the leading 
role in the procedures, in an actual business dis-
pute, there are cases where economic or busi-
ness-related considerations are of a higher prior-
ity than a judgment on legal issues. Court-
annexed mini-trials have been provided with this 
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consideration in mind; thus, this can be said to 
be a business-centered ADR means, one in 
which company managers can participate 
directly in the dispute-resolution process. In 
general, a court-annexed mini-trial is permitted 
when the following conditions are met: when all 
concerned parties have agreed to the use of the 
mini-trial format, and when a court-based 
agreement has been reached regarding proce-
dural orders to be issued by the court. After an 
informal discovery process, the legal counsel of 
the concerned parties each makes a summary 
presentation to the panel; in no case does this 
hearing take more than 2 days. When the hearing 
is finished, the representatives of the concerned 
parties enter into settlement negotiations. The 
top company officials who serve as panel mem-
bers have a strong tendency to want to avoid a 
rupture in these negotiations, both in regards to 
their obligation to report to their company presi-
dent and company shareholders, and also to the 
saving of their own “face”; perhaps for these 
reasons, the success rate of such settlement 
negotiations is said to be extremely high.  

 
(2) Early Neutral Evaluation (ENE)16)

The purpose of an ENE is to enable con-
cerned parties, at an early period in the court 
procedures, to hear the evaluation of an evalua-
tor (a specialist who provides a neutral evalua-
tion) regarding the case, thereby giving the con-
cerned parties an opportunity to view the case 
themselves from an objective perspective. In this 
way, the ENE assists in helping (from the “side,” 
so to speak) the parties reach an early-period 
settlement. Herein, a special focus will be made 
on ENE in connection with patent disputes as 
used in the San Francisco-based Federal District 
Court. After the filing of a patent suit, the court 
clerk appoints an evaluator. A session led by an 
evaluator must be held within 150 days after the 
suit has been filed; at the very least, 10 days 
prior to this 150 day deadline, both concerned 
parties must submit preparatory documentation 
to the evaluator and to the other party. In princi-
ple, the ENE session is to last for four hours. 
During this ENE session, the evaluator performs 
the following duties, among others: (i) evaluates 
the strengths and weaknesses of the claims and 
evidence of the concerned parties, and explains 
his/her evaluation thereof to the concerned 
parties; (ii) attempts to reach a settlement if a 

settlement appears likely; (iii) if possible, evalu-
ates potential obligations and damages amounts. 

Evaluators within the District of Northern 
California (San Francisco) are selected from a 
large number of local experts rich in experience, 
and they have been highly praised for their 
work; this has been a major factor which has led 
to the success of this ENE program. 

 
(3) Summary Jury Trial 17)  

The summary jury trial is a dispute reso-
lution means whereby the concerned parties 
have a simple presentation of their cases made to 
a jury, after which the jury presents its non-
binding advisory ruling; the parties then use this 
ruling as a reference to perform settlement 
deliberations among themselves. This system, by 
giving the concerned parties an early preview of 
the case, has as its goal the promotion of an 
effective and rational settlement. 

 
As explained above, not only has the 

widespread use of ADR for dispute resolution 
become a part of American cultural practice, 
ADR types such as mini-trials and ENEs which 
especially have in mind IP-related disputes have 
been developed, and are actually being used.18)

 
3.2 ADR in Europe 

 
Unlike in the United States, there is no 

fully matured social or customary practice in the 
United Kingdom, Germany, or France which 
promotes the use of ADR as a general means of 
handling disputes. Below is presented a brief 
description of ADR as found in the U.K., 
Germany, and France. 

In the United Kingdom, a public assis-
tance system exists for providing assistance for 
court-related expenses; the protection provided 
for the use of this court system has in turn 
limited the use of ADR. During the years of the 
Thatcher government, however, as one element 
of fiscal reform, a partial revision was per-
formed of this public assistance system. At that 
time, there emerged a movement towards the use 
of ADR for dispute handling, and this trend has 
continued on into the current period of the Blair 
government. Nevertheless, in actual practice, 
this movement has still not been fully linked 
with a widespread expansion of ADR usage.19)

In Germany, although ADR exists as a 
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system, it is almost never used. In general, it is 
said that the following conditions required for 
the use of ADR: the lack of a fully coordinated 
court system, a gap between the awareness of 
citizens and legal rules and practices (that is, 
court-based resolution results which are widely 
remote from the daily lives and emotions of 
citizens), the economic merits of ADR when 
compared with the costs of law suits, etc. In 
Germany, however, there has been a systematic 
establishment of a massive justice system, and 
due to the historical development of that nation, 
there is really no gap between the understanding 
of its citizens and the established laws and 
regulations. Against such a backdrop, policies 
for tackling the economic aspects of lawsuits 
have also been established within the German 
court system, including the Law to Reduce the 
Judicial Burden, which is designed to limit the 

number of appeals, and so on. Furthermore, such 
policies have not been coupled with policies for 
promoting the use of ADR.20)

In France, although there does exist the 
active use of appraisals for patent-related and 
other cases (a system which is not found in other 
countries),21) still, ADR itself is almost never 
used. Attempts to form a court-led settlement or 
court-directed mediation are generally low key 
only, and most cases are resolved by trial.22)

Due to the background environment as 
described above, it is thought that, in the case 
where one becomes involved in a dispute over IP 
rights infringement with a European company 
(i.e., with a British, German, or French com-
pany), it will in fact be difficult to use ADR. 
Therefore, in such a case, it would be best to 
consider a dispute resolution strategy with the 
chief focus on a likely trial. 

 
[Table] 

 
Infringer 

Rights Owner 
Japanese Company U.S. Company European Company 

(British, German, French) 

Japanese Company 

• Litigation 
• Mediation at the Tokyo 

District Court Div. 22  
• Industrial Property Arbitra-

tion Center 

• Litigation 
• Mediation at the Tokyo 

District Court Div. 22 

• Litigation 
• Tokyo District Court Div. 22
• Mediation 

U.S. Company 
• Litigation 
• Court-Annexed ADR 
• AAA 

• Litigation 
• Court-Annexed ADR 
• AAA 

• Litigation 
• Court-Annexed ADR 

European Company  
(British, German, 
French) 

• Litigation • Litigation • Litigation 

 
 

4. Summary 
 
Above has been presented an introduction 

of new domestic Japanese ADR organizations, 
and a brief explanation of ADR within the 
United States and Europe. Here, to summarize, 
discussion will focus on the possibilities of a 
Japanese company of using ADR. Based on the 
above Sections 2 and 3, the Table shows a sum-
mary of IP rights infringement-related dispute 
resolution methods for separate disputes in-
volving the listed combinations of Japanese, 
U.S., and European (British, French, German) 
companies. 

In the Table, it should be carefully noted 

that to simplify maters, it is assumed that when 
the right holder is a Japanese company, the in-
fringement pertains to an IP right in Japan, that 
when the right holder is a U.S. company, the 
infringement pertains to an IP right in the United 
States, and when the right holder is a European 
company, the infringement pertains to a 
European IP right. 

For a Japanese right, in the case where the 
right holder is a Japanese company and the 
company infringing that right is also a Japanese 
company, then the use of the Industrial Property 
Arbitration Center is one possible choice. If the 
Tokyo District Court has personal jurisdiction 
over the involved companies, then surely there 
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will be a considerably high value in the use of 
the authorized mediation of Division 22. 

When the right is a Japanese right, in the 
case where a Japanese company is the right 
owner within Japan, while the company in-
fringing that right is a foreign company, then it 
will be difficult to use the Industrial Property 
Arbitration Center, for the reasons described in 
Section 2 above. However, when the Tokyo 
District Court has personal jurisdiction over that 
foreign company, then it would be of value to 
investigate the use of court-directed mediation 
as one of the alterative choices for that in-
fringement dispute with that foreign company. 
Here, for example, one can consider the legal 
strategy of first filing suit within the Tokyo 
District Court before turning to a foreign court; 
in such a case, that foreign company will be 
initially brought within the Japanese justice 
system, after which, within the court-directed 
mediation process, an attempt can be made to 
reach a global resolution.23)

For a U.S. right, when the right holder is a 
Japanese company and the company infringing 
that right is a U.S. company, then it will be 
important to establish a legal strategy while 
keeping in perspective the possible use of the 
AAA or court-annexed ADR. Especially in the 
case of a court-annexed ADR, since there are a 
variety of systems available depending on the 
court of jurisdiction, it will be necessary for the 
in-Company personnel in charge of IP rights 
disputes to obtain the cooperation of a U.S. legal 
firm or other specialist, in order to deepen their 
related knowledge of that field. Here, it will first 
be necessary to study what type or types of 
court-annexed ADRs it will be possible to use 
for each specific court (district) where the case 
can be filed, and then to consider which type of 
ADR would be most suitable to the unique needs 
of one’s own company; after this, then, a strate-
gic selection of the site (court) for filing can be 
made. Furthermore, in order to include a mini-
trial type of procedure as a choice among avail-
able dispute resolution means, the existence of a 
top person in the company who can execute the 
related work is presumed to be indispensable. It 
should also be remembered that one cannot 
guarantee that the same high quality evaluators 
(neutral appraisers) for ENE can be secured at 
every possible court of jurisdiction.24)

Again for a U.S. right, for a case where 

the right holder is a U.S. company and a 
Japanese company is being sued for infringe-
ment, it is thought that dispute resolution will be 
focused on a U.S.-based case. In such a case, too, 
it will be necessary to bear in mind the option of 
using court-annexed ADR as a resolution means 
when considering one’s legal strategy. One 
should hypothesize a situation where the U.S. 
company itself selects court-annexed ADR, and 
then list and evaluate the relative merits and 
demerits of, as the defendant, opting for a court-
based resolution.   

For a European right, for a case where the 
right holder is a European company and a 
Japanese company is being sued for infringe-
ment, it is thought that dispute resolution in 
court will be focused on a European-based case. 
Here, one may surmise that there will be almost 
no inclusion of ADR among the choices avail-
able for solving an infringement case within 
Europe.  

Again for a European right, when it is a 
Japanese company which is the right holder and 
a European company which is presumed to be 
infringing that right, for the same background 
reasons as described above, it would not be re-
alistic to seriously consider ADR as a possible 
choice among the means for resolution. Never-
theless, when the infringement case is one that 
has an impact not only in Europe, but also on a 
global scale, of course one important legal strat-
egy to consider would be to first instigate a suit 
in either Japan or the United States, and then to 
force the European company to work towards 
dispute resolution with a Japanese or American 
ADR organization. 

In the present section, a consideration has 
been made of the possibility of using ADR when 
a Japanese company is involved as a concerned 
party in an IP rights infringement case. In 
today’s world, where technical advances and 
modifications are so remarkable, in so many 
cases, if one does not work towards a rapid 
resolution when an IP right dispute occurs, then, 
for all practical purposes, that right will of itself 
“die out”; for that reason alone, the speedy 
nature of ADR is making this resolution method 
increasingly important. Especially for interna-
tional inter-company disputes, for suits where 
the determination of a court site alone may in-
volve long-term wrangling, ADR usage is highly 
effective. 
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It is thought that the establishment of new 
ADR organizations within Japan can serve as an 
excellent opportunity to reconsider dispute-
resolution strategies, including ADR. Further 
research in this area is eagerly awaited. 
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